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in the art would not be reasonably apprised of the scope of the invention given that term. As a 
result, the Examiner found the claim to be indefinite. Applicants contend that the Examiner is 
wrong on both counts. Concerning the phrase "generally insulative material," one of ordinary 
skill in the art would define an insulator to be 



(Gibilisco, The Illustrated Dictionary of Electronics (6 ed, 1994)(defining the term 
"insulator")(emphasis added). A copy of the relevant page of the Dictionary is included in 
Appendix 2 of this Amendment and Response.) Thus, one of ordinary skill in the art would 
understand that the term "generally" as used in the phrase "generally insulative material" 
acknowledges the lack of an ideal and perfect insulator. Moreover, the Specification provides 
non-limiting yet supporting examples of a "generally insulative material" in the form of a 
dielectric layer incorporating an oxide charge and a contaminant; wherein the dielectric layer 
may be BPSG, BSG, PSG, or silicon dioxide; the oxide charge may be positive or negative; and 
the contaminant may be carbon. As a result, the Specification provides further guidance to one 
of ordinary skill in the art as to what a "generally insulative material" may be. 

Similarly, concerning the phrase "generally conductive element," one of ordinary skill in 
the art would define a conductor to be a "material which conducts electricity with ease. " 
(Dictionary (defining the term "conductor")(emphasis added). A copy of the relevant page of 
the Dictionary is included in Appendix 2 of this Amendment and Response.) Based on this 
definition, one of ordinary skill in the art accepts that a conductor is a material that easily 
conducts electricity. Applicants contend that claim 60's use of the term "generally" is no less 
definite that the term "easily," which is considered to be sufficiently definite in the art. Further, 
such an artisan would understand that "[v]arious materials vary widely in their suitability as 
conductors." {Id.) Therefore, such an artisan understands that the term "generally" as used in the 
phrase "generally conductive element" also acknowledges the wide variance of conductivity 
exhibited by various materials. 

As for claim 60' s generally conductive element being "generally laterally coextensive" 
with an intervening insulating region. Applicants contend that non-limiting support for that term 



[a] material that, ideally, conducts no electricity; it can therefore be 
used for isolation and protection of energized circuits and 
components .... Actually, no insulator is perfectly nonconductive 
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may be found in FIGS. 1 and 3 of the Application and the Specification's text describing those 
figures, wherein a lead 26 is above an insulating region 14 yet, as the cross-sections illustrate, 
need not extend laterally to the same mathematically exact degree as does the insulating region 
14. Guided by such disclosure. Applicants assert that one of ordinary skill in the art would 
understand the term "generally" as used in the phrase "generally laterally coextensive" 

As a second basis for rejecting claim 60 under §112, the Examiner argued that its term 
"intervening insulating region" lacked antecedent basis. The proper antecedent basis may be 
found in claim 60' s preamble, which refers to "an" intervening insulating region. 



II. Rejection of claim under §102 



The Examiner rejected claim 52 as being anticipated by Doan (U.S. Patent 5,372,974). 
Applicants have amended claim 52 to clarify its distinction from the matters disclosed in Doan. 
Specifically, claim 52 requires depositing a dielectric layer over a semiconductor substrate, the 
substrate comprising a plurality of electrically conductive regions and an electrically insulative 
region therebetween. Applicants contend that Doan fails to disclose such a limitation and 
therefore fails to anticipate claim 52. 



III. Rejection of claims under §103 



The Examiner rejected various groups of claims based on various combinations of 
references. Applicants address each basis for rejection separately below. 



A. Rejection of claims based on Doan and Cunningham 



The Examiner rejected claims 53-57 as obvious in light of Doan in combination with 
Cunningham (U.S. Patent 5,468,689). However, an obviousness rejection requires that the 
multiple prior art references suggest to one of ordinary skill in the art to combine the references. 
{See United States Surgical Corp. v. Ethicon Inc., 103 F.3d 1554, 1564, 41 U.S.P.Q.2d 1225, 
1233 (Fed. Cir. 1997), cert, denied, 522 U.S. 950 (1997).) Further, when the prior art contains 
conflicting references, the ability of each reference to suggest solutions to one of ordinary skill in 
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the art must be considered. (See In re Young, 927 R2d 588, 18 U.S.P.Q. 1089 (Fed. Cir. 1991).) 
(Copies of these cases are included in Appendix 3 to this Amendment and Response.) Applicants 
contend that while the Examiner attempted to present a motivation for combining Doan and 
Cunningham, those references conflict with each other so greatly that any motivation to combine 
is untenable. In fact, the references motivate one of ordinary skill in the art to avoid their 
combination. 

Cunningham, for instance, touts concern over material cracking during reflow. 
(Cunningham at col. 1, In. 45-53.) As a result, Cunningham teaches providing a nitride barrier 
14 over its "top" layer 13. (Id.\ see also col. 3, In. 21-38; FIG. 1.) Significantly, however, 
Cunningham does not provide its nitride barrier between layers that comprise its stack. (Id,) 
Thus, one of ordinary skill in the art is lead to believe that there is no need for such a barrier in 
those location and hence, no cracking issues there. 

On the other hand, Doan, which also expresses concern over material cracking during 
reflow, indicates that cracking between layers of the stack is a major problem. Specifically, 
Doan teaches providing a nitride barrier between each and every layer of its stack. (Doan at col. 
4, In 28- col. 5, In. 9; FIGS. 6-7.) Thus, in light of Cunningham, Doan appears to one of ordinary 
skill in the art to require unnecessary redundancy in terms of barrier layers, thereby adding 
unnecessary time, money, and effort to the fabrication process. Conversely, in light of Doan, 
Cunningham appears to the artisan to leave its device susceptible to the very cracking problem 
Cunningham seeks to avoid. Given such fundamental conflicts, Applicants assert that the 
references lack the ability to suggest solutions to one of ordinary skill in the art and in fact 
discourage their combination. Thus, without a legally proper motivation to combine, the 
obviousness argument against claims 53-57 fails. Accordingly, the only amendment to claim 53 
has been to put it in independent form by expressing the limitations originally presented in claim 
52. 



B. Rejection of claims based on Doan, Cunningham, and Ying 



The Examiner rejected claims 58 and 59 as obvious in light of Doan and Cunningham in 
combination with Ying (U.S. Patent 5,384,288). In fact, the Examiner's reasoning is essentially 
the same as that used to reject these claims in the last office action, based on the combination of 
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Doan and Ying alone. (Office Action dated 1/26/01 at p. 3-4.) In response to the prior rejection, 
Applicants pointed out the inconsistencies between Doan and Ying that would discourage 
combination. (Amendment and Response submitted 7/26/01.) Applicants contend that their 
earlier argument, which need not be repeated here, applies equally to the current rejection and 
that adding Cunningham, to the combination does not cure the fundamental conflicts between 
Doan and Ying. 

In fact, adding Cunningham exacerbates the conflicts between the references in the 
attempted combination. As discussed in part (A) above, Doan and Cunningham also conflict on 
a fundamental level, indicating a further lack of their ability to suggest solutions to one of 
ordinary skill in the art and further discouraging the proposed Doan/Cunningham/Ying 
combination. In addition, Cunningham and Ying also conflict. Significantly, the processes 
taught in both references require a barrier material such as a nitride. Cunningham requires that 
its nitride barrier 14 expose a portion of a silicon substrate 1 1 in order to grow GaAs thereon. 
(Cunningham at col. 3, In. 21-38; FIG. 1.) Ying, on the other hand, requires that its nitride 
barrier 14 expose none of the substrate 10 in order protect the substrate 10 from subsequent 
process. (Ying at col. 3, In. 18-28; FIGS. lA-lC.) Thus, one of ordinary skill in the art 
attempting to combine the references would achieve a Cunningham-type device with a 
continuous nitride barrier that covers the substrate and hinders the desirable growth of GaAs. 
Alternatively, the artisan would achieve a Ying-type device having a nitride barrier that exposes 
the substrate, thereby allowing undesirable deterioration during subsequent processing. Either 
combination is unworkable and hence provides further discouragement in attempting a 
Doan/Cunningham/Ying combination. 

C. Rejection of claims based on Doan and Ghezzi 



The Examiner rejected claims 60-61 and 63-64 as being obvious in light of Doan in 
combination with Ghezzi (U.S. Patent 5,132,239). In fact, the Examiner's reasoning is the same 
as that used to reject these claims in the last office action. (Office Action dated 1/26/01 at p. 4-5.) 
Applicants responded to the rejection, pointing out the inconsistencies between Doan and Ghezzi 
that would discourage combination. (Amendment and Response submitted 7/26/01.) Applicants 
contend that their earlier argument, which need not be repeated here, applies equally to the 
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current rejection. In the latest Office Action, the Examiner failed to consider the conflicts 
between the references highlighted by Applicants, as required by the rule in Young (18 U.S.P.Q. 
1089). Moreover, the Examiner admitted that hindsight was used to determine obviousness, and 
claimed that other case precedent justified that action. 

Specifically, the Examiner cited In re McLaughlin (443 F.2d 1392, 170 U.S.P.Q. 209 
(C.C.P.A. 1971)) for support. However, McLaughlin actually favors Applicants in that it 
highlights the Examiner's failure to meet the prima facie burden for this and all of the other 
obviousness rejections. McLaughlin emphasizes that, in considering whether to combine 
references for an obviousness rejection, the Examiner must consider what the references ''taken 
as a whole would suggest to one of ordinary skill in the art." (McLaughlin, 170 U.S.P.Q. at 212 
(emphasis added).) Applicants assert that considering the references as a whole necessitates 
more that merely focusing on their points that may arguably support an obviousness rejection; 
rather, it further requires considering the conflicts between the references, as required by Young, 
The Examiner failed to address such conflicts, either in the first Office Action (dated 1/26/01) or, 
after being reminded by Applicants, in the last Office Action. Hence, the Examiner has failed to 
satisfy the standards set forth by the very case precedent cited by the Examiner. 

Moreover, the Examiner's failure to address the conflicts between the references suggests 
that the Examiner has ignored those conflicts and somehow been able to focus on certain aspects 
of the references that justify, in the Examiner's mind, the rejection of the relevant claims. 
Applicants submit that the guidance for such focus can only come from the current application. 
In using the current application in such a manner, the Examiner has violated another tenet of 
McLaughlin, which requires that the "(jjudgment on obviousness ... not include knowledge 
gleaned only from applicant's disclosure." {McLaughlin, 170 U.S.P.Q. at 212.) Thus, the 
conflicts within the Doan/Ghezzi combination and the Examiner's failure to address those 
conflicts warrant a withdrawal of any rejection relying on that combination. 

D. Rejection of claim based on Doan, Ghezzi. and Van Per Scheer 

The Examiner rejected claim 62 as being obvious in light of Doan and Ghezzi in 
combination with Van Der Scheer (U.S. Patent 4,976,856). As with the rejection addressed in 
part (C) above, the Examiner raised essentially the same rejection and offered the same 
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supporting argument in the last office action as in the first Office Action. (See Office Action 
dated 1/26/01 at p. 6.) As a further parallel with part (C), Applicants responded to the rejection, 
pointing out the inconsistencies between the references. Specifically, Applicants noted that each 
reference in the proposed combination conflicts with the other two references in the combination. 
Applicants contend that the response still supports the patentability of the claim yet will not 
repeat the arguments here to avoid redundancy. This is especially appropriate as - just as in part 
(C) above - the Examiner has still failed to consider those conflicts in attempting to address the 
motive to combine. Accordingly, the consequences and result are the same here as in part (C): 
the Examiner's failure to address the conflicts between the references suggests that the Examiner 
has failed to consider the references as a whole, ignored those conflicts, and been able to focus 
on certain aspects of the references based on knowledge gleaned from the current application; 
thus, the Examiner's conduct fails to satisfy the standards set forth in McLaughlin and Young, 
which warrants a withdrawal of this rejection. 



In light of the above remarks. Applicants submit that claims 52-64 are allowable over the 
applied references. Therefore, Applicants respectfully request reconsideration of the Examiner's 
rejections and further requests allowance of all of the pending claims. If there are any matters 
which may be resolved or clarified through a telephone interview, the Examiner is requested to 
contact Applicants' undersigned attorney at the number indicated. 



CONCLUSION 



Respectfully submitted, 




Charles Brantley 
Registration No. 38,086 
Micron Technology, Inc. 
8000 S. Federal Way 
Boise, ID 83716-9632 
(208) 368-4557 
Attorney for Applicants 
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Appendix 1: Marked-up version of amended claims 

52. (Once amended) A method of processing a semiconductor device, comprising: 

depositing a dielectric layer over a semiconductor substrate , said substrate comprising a 
plurality of electrically conductive regions and an electrically insulative region 
therebetween ; 

allowing electrically chargeable particles to occur in said dielectric layer; 
allowing some diffusion of said electrically chargeable particles; and 
preventing at least some of said electrically chargeable particles from reaching said 
substrate. 

53. (Once amended) [The method in claim 52, wherein:] A method of processing a 
semiconductor device, comprising: 

depositing a dielectric layer over a semiconductor substrate, wherein said step of 
depositing a dielectric layer comprises depositing a dielectric layer 
using a organic precursor; 

allowing electrically chargeable particles to occur in said dielectric layer, wherein said 
step of allowing electrically chargeable particles to occur in said dielectric layer 
comprises allowing an organic component of said organic precursor to deposit in 
said dielectric layer; 

allowing some diffusion of said electrically chargeable particles; and 

preventing at least some of said electrically chargeable particles from reaching said 
substrate, wherein said preventing step comprises layering a barrier over said 
substrate using a non-organic precursor prior to said step of depositing a dielectric 
layer. 



Micron Technology, Inc. 



9 



94-0302.02 



ferial No. 09/654,093 
Inventor: Thakur et al. 



Appendix 2 

Gibilisco, The Illustrated Dictionary of Electronics (6^*" ed. 1994)(defining the terms 

"conductor" and "insulator") 
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Counterpoise 

condenser antenna 

making the output current alternate accord- 
ingly. Also called capacitor microphone. 

condensing routine A computer program that 
takes an object (user written) program firom an 
internal or external memory to punched cards in 
a way that maximizes the cards* storage capacity. 

condensite A plastic insulating material whose 
base Is phenol formaldehyde resin. 

conditional Dependent on some external factor, 
and therefore subject to change. 

conditional branch The point in a computer pro- 
gram where a relational test is performed and 
the statement line in which the test is made is 
left so that an out-of-sequence instruction can 
be implemented. Such a branch might be made, 
for example, following the BASIC statement "if Z 
= Y then go to (another line in the program)." 

conditional branch instruction The instruction 
in a computer program that causes a condi- 
tional branch. 

conditional impUcation operation A Boolean 
operation in which the result of operand values 
a and b are such that the output is high only if in- 
put a is high and input B is low. Also called inclu- 
sion, if-then operation. 

conditional jump See CONDITIONAL BRANCH. 

conditional stop instruction In a computer pro- 
gram, an instruction that can cause a halt in 
the run. as dictated by some specified condition. 

conditional transfer See CONDmONAL BRANCH 
INSTRUCTIONS. 

condition code A set of constraints for a com- 
puter program. The condition code sets the lim- 
its on what can be done with the computer 
under certain circumstances. 

conditioning 1. The process of making equipment 
compatible for use with other equipment. Gener- 
ally involves some design or installation changes. 
2. Interfacing. 

Condor A continuous-Avave navigational system 
giving a cathode-ray-tube display for automati- 
cally determining the bearing and distance from 
a ground station. Compare BENITO. 

conductance Symbol. G. Unit, Siemens. The abil- 
ity of a circuit, conductor, or device to conduct 
electricity. Conductance is the reciprocal of re- 
sistance G = 1 /R = I/E. 

conducted heat Heat transferred by conduction 
through a material substance, as opposed to con- 
vection (movement of matter) and radiation (which 
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occurs through empty space). A heat sink con- 
ducts dissipated energy away from a transistor, for 
example. 

conducting layer See KENNELLY-HEAVISIDE LAYER 

conduction 1. The propagation of energy through 
a medium, depending on the medium for its tra- 
vel. 2. The transfer of electrons through a wire. 3. 
The transfer of holes through a P-type semicon- 
ductor material. 4. Heat transfer through a mate- 
rial object (see CONDUCTED HEAT). 

conduction angle See ANGLE OF CONDUCTION. 

conduction band In the arrangement of energy 
levels within an atom, the band in which a free 
electron can exist: it is above the valence band 
in which electrons are bound to the atom. In a 
metallic atom, conduction and valence bands 
overlap; but in semiconductors and insiilators, 
they are separated by an energy gap. 

conduction current 1. The electromagnetic-field 
flow that occurs in the direction of propagation. A 
measure of the ease with which the field is prop- 
agated, 2. Current in a wire or other conductor. 

conduction-current modulation In a microwave 
tube, cyclic variations in the conduction current; 
also, the method of producing such modulation. 

conduction electron See FREE ELECTRON. 

conduction error In a temperature-acutated 
transducer, error caused by conduction of heat 
between the sensor and the mounting. 

conduction field An energy field that exists in the 
vicinity of an electric current. 

conductive coating A conducting layer applied to 
the glass envelope of a cathode-ray tube, such 
as an oscilloscope tube or picture tube. Also see 
AQUADAG. 

conductive coupling See DIRECT COUPLING. 

conductive material See CONDUCTOR. 

conductive pattern The pattern of conductive 
lines and areas in a printed circuit. 

conductivity Symbol, E. Unit, S/m (Siemens per 
meter). Specific conductance, i.e.. conductance 
per unit length. Conductivity is the reciprocal of 
resistivity: I = 1/p. 

conductivity meter A device for measuring elec- 
trical conductivity. Generally, such a device is 
calibrated in mhos. 

conductivity modulation In a demiconductor, 
the variation in conductivity resulting from vari- 
ation of charge-carrier density. 

conductivity-modulation transistor A transistor 
in which the bulk resistivity of the semiconductor- 
material is modulated by minority carriers. 

conductor 1. A material which conducts electricity 
with ease, such as metals, electrolytes, and ionized 
gases. Various materials vaiy widely in their suit- 
ability as conductors; the conductivity of commer- 
cial copper, for example, is almost twice that of 
aluminum. Compare INSULATOR. 2, An individual 
conducting wire in a cable, insulated or iminsu- 
lated. 

conduit A hollow tube, made of plastic or metal, 
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insulated-gate field-effect transistor Abbrevia- 
tion, IGFET. See METAL-OXIDE SOiCON FET. 

insulated resistor A resistor around which is 
molded a nonconducting material, such as vitre- 
ous enamel or a plastic. 

insulating tape Electrical insulation in the form of 
a thin, usually adhesive, strip of fabric, paper, or 
plastic. 

insulation 1. A coating of dielectric material that 
precludes a short circuit between a conductor 
and the surrounding environment. 2. The appli- 
cation of a dielectric coating to an electrical con- 
ductor. 3. Electrical separation between or among 
different components, circuits, or systems. 

insulation breakdown Current leakage through, 
and rupture of, an insulating material because of 
high voltage stress. 

insulation ratings Collectively, the dielectric con- 
stant, dielectric strength, power factor, and resis- 
tivity of an insulating material. Sometimes 
included are such physical properties as rupture 
strength, melting point, and so on. 

insulation resistance The very high resistance 
exhibited by a good insulating material. It is ex- 
pressed in megohms (or higher units of resis- 
tance) for a sample of material of stated volume 
or area. 

insulation system Collectively, the materials 

needed to insulate a given electronic device. 
. insulator 1. A material that. Ideally, conducts no 
electricity: it can therefore be used for Isolation 
and protection of energized circtiits and compo- 
nents [aiso see DIELECTRIC). Actually, no insula- 
tor is perfectly nonconductive (see, for example, 
INSULATION RESISTANCE). 2. Any body made 
from an insulating material. 

insulator arcover A sudden Eire, or flow of current 
over the surface of an Insulator, because of ex- 
cessive voltage. 

integer A whole number, as opposed to a fraction 
or mixed number. 

integral 1. Symbol. J 1. The sum of an Infinite- se- 
ries of values (Increments) making up a queintity. 
Thus, jdx = X Compare DIFFERENTIAL. Also see 
DEHNITE INTEGRAL, INDEFINITE INTEGRA, IN- 
TEGRAL CALCULUS, and INTEGRATION. 2. The 
part of a number to the left of the radix point. 

integral action In automatic control practice, a 
control action delivering a corrective signal pro- 
portional to the time the controlled quantity has 
differed from a desired value. 

integral calculus The branch of mathematics con- 
cerned with the theory and applications of inte- 
gration. Also see DEFINITE INTEGRAL; INDEFINITE 
INTEGRAL; INTEGRAL; INTEGRATION. LUce differ- 
ential calculus, integral calculus is a powerful 
tool in electronics design. 

integral contact In a relay or switch, a contact 
that carries current to be switched. 

integral-horsepower motor A motor rated at 1 
horsepower. ' , 



integral multiple A whole multiple of a number. 
Thus, a harmonic is an integral multiple of a fun- 
damental frequency / 2J, 5/ 10/. and so on. 

integral number See INTEGER 

integrand A function or equation which is to be in- 
tegrated. Thus, in the integral expression h y dx, 
the integrand is y dx Also see INTEGRAL; INTE- 
GRAL CALCULUS: INTCGRATION. 

integrate 1, To perform the function of mathemat- 
ical or electrical integration. 2. To construct a cir- 
cuit on a piece of semiconductor material. 

integrated Constructed on a single piece of mate- 
rial, such as a semiconductor wafer. 

integrated amplifier An AF amplifier having a 
preamplifier, intermediate amplifier, and output 
amplifier on a single chassis. 

integrated capacitor In an integrated circuit, a 
fixed capacitor in which one "Opiate" is a layer of 
material diffused into the substrate; the dielec- 
tric, a thin oxide film grown on top of the first 
layer; and the other plate, a metal layer deposited 
on top of the oxide film. 

integrated circuit Abbreviation, IC. A circuit 
whose components and connecting "wires'* Eire 
made by processing distinct areas of a chip of 
semiconductor materied. such as silicon. Inte- 
grated circuits are classified according to con- 
struction, a few being monolithic, thinrfilm, 
and hybrid. 

integrated data processing Abbreviation, IDP. 
The detailed electronic classification, sorting, 
storage, and mathematical processing of data 
within a coordinated system of equipment, usu- 
ally at one location. 

integrated electronics That branch of electronics 
that is concerned with the design and fabrication 
of integrated circuits. 

integrated resistor See DIFFUSED-LAYER RESISTOR 

integrating circuit See INTEGRATING NETWORK. 

integrating galvanometer A device for measur- 
ing the change In electric flux produced in a coil 
in an electric field. Even very slow changes can 
be measured. 

integrating meter An instrument whose indica- 
tion is a sunmiaUon (usually) of an electrical 
quantity that is time-dependent, e.g.. ampere- 
hour meter, watt-hour meter. 

integrating motor An electric motor that follows 
the Integral of the Input signal, the angle of rota- 
tion of the motor shaft is equal to the integral of 
an input waveform. 

integrating network A four-terminal RC network 
(series resistor, shunt capacitor) whose output 
voltage is (or is proportional to) the time integral 
of the input voltage. Compare DIFFERENTIATING 
NETWORK. 

integrating photometer An Indicating photome- 
ter whose reading is the average candlepower at 
all angles in one plane. 

integration Finding a function when its derivative 
is given. Integration is the inverse of differentia- 
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Appendix 3 

UnUed States Surgical Corp. v. Ethicon Inc., 103 F.3d 1554, 41 U.S.P.Q.2d 1225, (Fed. Cir. 

1997), cert, denied, 522 U.S. 950 (1997); 
and 

In re Young, 927 F.2d 588, 18 U.S.P.Q. 1089 (Fed. Cir. 1991) 
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:nt Order revises the reference to 
s date of copyright restoration 
fruguay Round Agreements Act 
i the Court's August 19, 1996 
USPQ2d 1506) granting plain- 
n for Partial Summary Judg- 
te August 19, 1996 Order, the 
:ed to Presidential Proclamation 
f December 23, 1994 (60 Fed. 
Jan. 4, 1995)) to conclude that 
estoration for URAA works was 
:995. See Order at pages 13, 16. 
r Presidential document, Procla- 
6780 of March 23, 1995 (60 Fed. 
(March 27, 1995)) clarifies that 
of the Uruguay Round Agree- 
iderRelated Aspects of Intellec- 
ty Rights (TRIPs) relating to 
storation did not take effect until 
1996. Proclamation No. 6780 
tinent part at Section. 5: : ; 
e 65, paragraph I, of the TRIPs 
It provides that no WTO mem- 
be obliged to apply to provisions 
;reement until one year after the 
;ntry into , force of the WTO 
It with respect to the • United 
s January :l, 1995. . . 
;tatement of administrative acT 
oved by the Congress in section 
of the URAA (19 U.S.C.. 
')) provides that, "in general, 
will be restored on the date 
!Ps Agreement's obligations take 
the United: States." 
dingly, I . have decided that it is 
and appropriate, in order to im- 
[le TRIPs Agreement and to en- 
section 514 of the URAA is 
tely implemented, to proclaim 
ate on which the obligations- of 
3 Agreement will take effect for 
iiStates is January 1, 1996. " - - 
n No. 6780 of March 23, 1995' 
g. 15845 (March 27, 1995)).- ' 
t emphasizes that the present 
does not affect the Court's Au- 
6 ruling. V 
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United States Surgical Corp. v. Ethicon Inc. 

Nos; 94-1386,-1419 
Decided January 3, 1997 . .. 

PATENTS 

1. Patentability /Validity — Obviousness — ; 
In general (§115,0901) 



JUDICIAL 
PROCEDURE 



PRACTICE 



AND 



Procedure, — Jury trials (§410.42) 

Federal district court properly instructed 
jury on issue- of ' obviousness in patent in- 
fringement action, sihcerjury was correctly 
instructed on presumption of validity^ and 
that defendant- bore burden of proving. inva- 
lidity by clear and convincing evidence; and 
that it was necessary, to consider scope -and 
content of prior art, differences between 
prior art and claimed invention, level ofrdrdi- 
nary skill in art, and objective criteria of hoh-. 
obviousness, since instructions included ^ex- 
planation of principles to be applied V in 
determining obviousness* when [iriventioig^is: 
combination of prior art comfwnents,' ffi 
since instructions were correct in raw^^^^^ 
ough , and clearly sta ted . . ■ / , - ' J 

PATENTS . " . ' " ...^ 

2. Patentability /Validity — Obviousness 
IngeneraU§115.0901) , • ^ ^ ; i. 



Patent construction — Claims — In generT , 
al (§12511301) - V. ' . 

Federal district court need' not repeat or ' 
restate every claim term in order to comply • 
with rule that claim construction is for court ■ 
rather than jiiry; since claim construction is 
matter of resolution of disputed meahirigs' 
and technical' scope, to clarify and if neces- 
sary explain what patentee covered by ^ 
claims, for use in deterrhiriatibn of infringe- 
ment, rather than obligatory - exercise in 
redundancy; .although claim construction v 
may occasionally be necessary in^bbvioiis--^ 
ness determinations, when meaning- or. scope^:- 
of technical terms and words . of art - is Unclear 
and requires resolution in. order "to 'determiner;'; 
obviousness, ihr present case none ofurejected :; 
jury instructions concerning claims ;construc- '. 
tion was directed to, or has beeii reasonably:-^ 
shown to affect, determination' of- obviousness; - 



PATENTS : - 

3. Patentability /Validity — Obviousness.— 
In general (§115.0901) . ; 

JUDICIAL PRACTICE XaND 
PROCEDURE ; ; ; '^^.i^.,^ 
Procedure — Jury trials (§410.42):';- 

Federal districtcoiirt did not icbmniit.prej-^ 
udicial error by providing dictionary- to jury- 
during its deliberations in patent infringe- 
ment trial in whict asserted claims were held 
invalid for obviousness, since district .court 
explained in post trial, opinion that:jury in- 
struction to consider ordinary meaning of 
claim language, and general assumption that 
definitions of dictionary are cominon knowl- 
edge with' which jury, is charged, .supfiprt - 
provision' of . dictionary,, since provisionr: of 
dictionary to jury, although not. favored, is . 
not grounds for hew ;trial, and.sin^ plaintiff; 
has offered no specifics as tor woriis-whose;' 
dictionary definitions may have adversely: 
affected verdict of obviousness, (and. no sug-, 
gestiori that jury disregarded court's; instrucr ; 
tions on law of obviousness or plaiii. meaning 
of term's used in claims and prior; art. 

PATENTS ' : ' -• ■ > ^ v^'^^" \ : /; 

4: Patentability/Validity — ..Obviousness - — , 
In general (§115.0901) rlL ? 

Patent construction — Oaims — In gener- 
■ al(§125.1301) V - ■ - ^ - , 

JUDICIAL PI(:ACtlCE AND 
PROCEDURE , ; v ; v 

Procedure — Jury triak (§410.42) Z[,r- 

' Federal district court's rejection bf.pro^ 
posed jury instructions directe<iUo :c«nstrucT., 
tion of , pa tent claims did not prej udice ju 
determinatibn,of 6by.iousness," sin<i d 
court is not required to parse.claims 'for juf y , . 
in every case, whether or not there is issue;ih 
material dispute as to meaning or scope of 
claims, since infringement' plaintiff; has not 
shown that there are. unclear or ambiguous - 
technical tei*ms. or words of art: or: related 
aspects of claim, scope twhdse "construction" ■ 
w6uld*negate verdict of obviousness^ and has 
not. explained. how any^reasonableclaimxoh- 
struction it requested^ 'would • Have; deprived ' 
• oBviousnbss yerdict.^of-i^^ and since ^ 
^ trial: court isi not aiitKorized to remove from*^, 
jury factual findings underlyingr-obviousness: 
deterniination. 

.Partictdar patents ' —/General , and,- mei , 
chanickl — Surgical cUp' application 

: 5:,08i4,05.7, « Green,'-' Bolanos,, • Young;r 
McGarry, Heatoii, and Ratcliff, apparatus-^ 



and method for applying' surgical clips in 
laparoscopic or endoscopic procedures, judg-^ 
ment that claims 1, 2 arid 7 are invalid for 
obviousness affirmed. 

5,100,420, Green, Bqlanos, Young, 
McGarry, Heatbn, and RatclifT, [apparatus- 
and method for applying surgical clips in 
laparoscopic or. endoscopic procedures, judg- 
ment that claim , 1, is invalid for obviousness 
affirmed. ...... . .^ 



On remand from the U.S'-Supre'me Court. 

Action- by United States; Surgical Corp. 
against Ethicbn Inc. arid Johnson & Johnsbri 
Hospital Services Inc. for patent infringe- 
ment. The U.S. District Court Tor the Dis- 
trict of Connecticut entered ju'dghieht- for - 
defendants on -jury verdicts that plaintiffs" 
patent no. 5; 100,420 is^' infringed but invalid' 
for obviousness, and that plaintiff^s patent 
no. 5,084,057 is not infringed andnhvalidTor * 
obviousness. On appeal',' the U'!S; Coui't of/ 
Appeals for^ the Federal-^ Circuit affirmed 
without opinion pursuant to Fed.Cir.R. .36; ' 
Following grant of certiorari, the . U.S/:SuV. 
preme Court vacated that affirmance and 
remanded for further cdhsideratioh iri' light 
of its decision in Markman v. Westview-In- , 
struments Inc. (38~USPQ2d 1461). On Ve-^ 
mand, district^court'sjiidgment. is affirmed' 
on ground of invalidity-lof Ipatents jnifsuit ; 
based on obviousness. * ' 

William E. McDaniels, J; Alan-Galbfaith, 
and David S. Blatt, of Williams & Connolly, 
Washington, D.C-; Basam E, Nabulsi, ' 
Thomas R . BremerJ arid^ John C. Andres, ' 
Nor walk, Coriri, , for plaintiff-appellaht.-" ; ^ 

David F. Dobbins, Gregory ,L. : Diskint, 
and Eugene M, Gele'rriter, of ' Pattei-son, ' 
Belknap, Webb .& Tyler, New; YorkVN 
for deferidahts/crpss-appella^^^^^ - y^' 

Before •Newman, ' circuit judge; ; Bennett ; 
senior circuit judge, and .Rader, "ciircu^ 



^Newman,'!;;; ' V- ' ' / ^^^^rr^^- 

The court's prior judgment of this appeal :: 
and cross-appeal was vacated . by . the;: Sur 
preme Court and remanded "for further cohT. i 
sideration indight- of iMar/cmfl/i^ v: :Westview. 
Instrumentsilnc.^,^\n \}S[^' • v : G1996):::^- 
U.S. Surgical Gorp. v. Ethicon, 'lnc:,:\ 16. S.r. 
Ct 1562 (:1996).. PurVprior:gudghientr:af^ 
fi rmed the j udgmen t - of : the ' United: Stktesv 
District. Court for the-'District ;of 'Gonriecti^f 
cut,* entered on jury; verdicts that claim/1 piF/i 



' U.S. Surgical Corp. v.. Ethicon, Inc. ; - No. 
5:92 CV 001 34,(AVC), (D.^Conn, Feb. 1.1,, 1993 
(Summary Judgment); February 18, 1994 (Judg- 
ment Order); June 9, U994i (Ruling on Post-trial 
Motions)): ■•• /-t'K" . >t- .^r-- 



U.S. SurgicaFs United States Patent No. 
5,100,420 (the '420 patent) is infringed but 
invalid for obviousness, and that claims l,-2, 
and 7 of United States Patent No. 5,084,057 
(the '057 patent) are not infringed and are 
invalid for obviousness. The issue of inequi- 
table: conduct during patent prosecution was. 
decided before trial, by summary judgment 
in favor of U S, Surgical. Each of U.S. Surgi- 
cal and Ethicon appealed the rulings adverse 
to it. After full briefing and, oral argument; 
this court entered judgnient pursuant to Fed- 
eral Circuit Rule 36: " 

Rule 36: Judgment of affirniance with- 
out opinion.— 

The court may enter a judgment of- 
affirmance without opinion, citing this 
rule, when it determines that any of the 
following circumstances exist: ^ - 
1 (a) the judgment, decision or order of * 
the trial? court" appealed from is based on ^ 
findings .that are not clearly erroneous;.^':* . - 
-(b) the evidence in support- of a jury 
verdict is, sufficient; ■ - ' 'V'- 

.^c) summary judgment, directed ver- 
dict, or judgment on the pleadings is siip; ■ 
ported by the record; ; . " ^ 

' (d) the dbcisipn of an administrative 
agency^ warrants affirmance under- the 
; standard of review in the statute authofiz-. 
' irig the* petition for review; or -* • . - \ \ 
■ (e) a 'judgment- 'or decision has been 
entered without an errofr of law; . * ; 
. and an opinion wbiild' have no' preceden- 
tial value. 

Appeals whose judgments are entered under" 
Rule 36 receive the full consideration pf ,the. 
court; arid' are no less carefullyjdecided'than- 
the cases in, which we issue full opinions.: The 
Rule permits the court to dispense with issu- 
ing an opinion that would have no, preceden- ' 
tial value, when the circumhancesVof 'the 
Rule exist. See' Taylor v. -J^cKeithen^' AOl 
U.S. 191,..1S!4 n.4 (1972). ("We, of course, 
agree that; the courts of appeals shouldShaye.- 
wide latitude in their.decisions of whetherrOr f 
how* to write opinions. That is especially true.^ 
with respect to summary . affirmances.") .c 
. Seven weeks after .this decision, reported;' 
at 48 F..3.d 1-237 (Fed: Cir.,19?5) (Table), fory 
which reheal-ing and rehearing en banc^vfcrcif 
denied, . the' Federal . Circuit decided Mark-t 
,man v. Westview Instruments; Inc.y 52iF::3dr 
967, 34USPQ2d.4321 (Fed. Cir.^ 1995) (^-r 

■ Z^anc). The Supreme Court granted certioraT t 
ri in Markman and also upon U.S. Surgical'S . 

. petitions After deciding the • Markman ap^Z; 
.peal,vreported-at517 U.S:-, lvI6!S.-Ct..l384;u 
38 USPQ2d 1461 ( 1996),=the Court instruct^v 
.:ed'the Federal Circuit to give further considr = 

■ eration^to U.S. Surgical's case inJight 6f-thet 
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Court's decision in Markman. We have done 

. . r 

The judgment of the district court is af- 
firmed, on the ground of invalidity of the 
'420 and '057 patents based on obviousness. 
We do not reach the issues of infringement 
and the conditional cross-appeal of the issue 
of inequitable conduct. See . Consolidated 
Aluminum Corp. v. Foseco IntTLtd., 910 
F.2d 804, 814, 15 USPQ2d 1481, 1489 
(1990) ("a party may defend a judgment *on 
any ground properly raised below' "). (citing 
Washington v. Yakima Indian Nation, 439 
U-S. 463, 476 n.20 (1979)); Lough v. Bruns- 
wick Corp., 86 F.3d 1 1 1 3, 1 1 23, 39 USPQ2d 
1100, 1107 XFed. Cir. 1996) ("No further 
public interest is served by our resolving an 
infringement question after a determination 
that the patent is invalid.-!). We. now; fully 
explain our decision. 

The U.S. Surgical Inventions, . - 

The inventions clauned.in the, '420 patent 
and its continuation-in-part the '057 patent 
are for a surgical instrument for ligating 
blood vessels and other tissues" during endo- 
scopic surgery, by applying multiple ligatiiig 
clips in sequence. ' ' 

Endoscopic surgery is a procedure whei-e- 
by instead of openihg the abdomen or other 
body cavity by incision to provide open ac- 
cess to the surgical site, the surgery is per- 
formed by inserting the surgical instruments 
into the body through small tubes called 
trocars. The small size of the incisions that 
accommodate the trocars results jn less tis- 
sue damage, less pain, and faster healihg 
than for traditional open surgery. In per- 
forming endoscopic surgery the body cavity 
is inflated with a gas, called'aninsufflating 
gas, to provide w6i"kihg space. For'^most 
procedures today a - miniature video camera 
is used to televise the' surgical - site, the en- 
larged video image appearing upon an exter- 



nal screen and guiding the surgeon or surgi- ; 
cal team in manipulating the instruments 
through the trocars. 

Endoscopic surgery was in somewhat lim- 
ited use for many years, having been used 
mostly for the ligation of fallopian tubes, the 
surgeon viewing the site through an eyepiece. 
Endoscopic procedures experienced rapid ex- 
pansion after about 1989, particularly for 
gallbladder removal. Witnesses disputed at 
trial whether the expansion was due to the 
development of the miniature video camera 
or the development of U.S. Surgical's endo- 
scopic multiple clip applier. 

During both endoscopic and open surgery, 
blood vessels may be closed and tissues 
clamped using sniall "U" shaped clamps, 
called ligating clips. Ligating clips are ap- 
plied by an instrument that positions the clip 
about the tissue or vessel to be secured and ^ 
then compresses the clip. When initially de- 
veloped, ligating clip instruments were capar- 
ble of being loaded, with only one clip at a 
time, and required reloading between each, 
application. Then U.S. Surgical developed a 
ligating clip applier for open surgical use. 
that applied multiple clips in succession, 
without, reloading the instrument. This in- 
strument,, having the. brand name "Premium 
Surgiclip," is the subject of United States 
Patent No.. 5,030,226 (the '226 patent).The. 
Premium Surgiclip arid the '226 patent are 
prior art to the '420 and-'057 patents in suit, . 
and were the subject of extensive testimony 
at trial. . . 

At trial witnesses explained the. subsb- 
quent development of the instriiihent of the 
patents , in suit,, a ligating clip applier .for 
endoscopic use that applies multiple clips in 
succession without withdrawing, and reload- 
ing the, instrument. U.S. Surgical's instru- 
ment, having the brand name EndoClip, was 
the first multiple clip applier for endpscojDic . 
use.' The instrument is depicted, in the . '420 
patent as follows;. . - i^iu' 



It •« 
1 1 • f 

if' '\ 




Hi 




1228 




Mi? 



t/w/iet/ 5/fl/e5 Surgical Corp, v. Ethicon Ii 



4rUSPQ2d 



The instrument is depicted in the '057 patent 
with a different handle, as follows: - 




::Fig. 1 of- '057 patent. 



It is seen that these Instruments have ah ' 
elongated shank. that holds the liga ting clips 
and is shaped for endoscopic use through a 
trocar /After insertion into the body cavity a 
clip is pushed into position in the ja\ys using 
controls on the handle^.'and the-clip is applied 
to the tissiie 'to be ligated by closing the jaws 
using controls/oh the ' handle; The jaws are 
then opened and the next clip is pushed into 
position^ Thxis successive' clips may be* ap- 
plied without withdrawing the iristfuiiient 
from wi th i n the body . ' -7 .v. 

Claim I : bf the '420 patent is directed to 
the combination of the trocar and tihe clip; 
applier, each component having defined linii- 
tationsr Claim i-.is the only '420 patent claim 
in'suit:-; "'^ ^"f ; ; ' ' ' ■ *'^*^.;, T'^,^' 
r. In combination: ; ' ; *,^': 

a) a trocar having a cannula, and' valve 
means for sealing said cannula, said can-' 
nula being adapted for entry intOia body 
cavity; ' ' '[ ^1 

b) an endoscopic clip applier Haying:; , y'' 
■ i) a frame;;' * * ■ * ' .'/.j. 

- ii) an endoscopic portion defining- arlbn^? 
jgitudinahaXis and extending distally froni -' 
said franie, said endoscopic- pprtion^^^ 
i nseha ble into said cann ula ; through .said ' 
vaive means, in sealing engagenient there- ' 
with, said endoscopic portion -further in- 
cluding a plurality of surgical- clips dis- . 
posed in an array and clip closing means 
for sequentially closing said surgical clips; 
and . . I- [ ' ^i': 

iii) seal means assodated' and adapted 
to • owperate Jwith';; at !, ieast-^^ one of said 
endoscopic. pohion and said; frame* to ob- 
struct passageTpf gaseous media; from, the^^ 
body cavityi ■"*-t'"J^'''*^!;*''''-'''^'^^?^^-^V^'^^ 
.Claim 1, the broadest claim- of ther '057, f 
patent, also describes the endoscopic'appara-., 
tus as comprising several* elemerits. The 
claim elements are defined in 'terms of their 
function, as provided in 35 U.S.C.: §1 12 ^6: 
1. An apparatus for endoscopic: applica- 
tion of surgical clips to body tissue.which 
comprises: : :v^i5,;r":ji'"'^ 



• . a) frame means; ' ^ * : ' " 
1 b) endoscopic means connected to said « 

frame means of generally elongated con- 
figuration and extending distally from 
said frame means and including: 

i) means for storing a-plurality of surgi- 
cal clips; 

ii) means for individually, adyancing 
said clips to the distal portion of said 

' endoscopic ineans for posit iqnihg "adjacent 
' the body tissue to be clipped; . ' \ 

• iii) means Tof 'at lieast partiailly closing 
said clip at.least suflftcient to grip the .body 
tissue after the clip has been' advanced 
distally to said distal portion of said endos- , 
copic means; and ; : 

iy) gaseous sealing means. . " 
Claim 2 of the '057 patent specifies the use 
of silicon grease as the gaseous sealing means . 
of clause iv, and , claim . 7 -is . directed to a. 
disposable device as in claini. l . " , / 

Ethidon's defense- that the claims are,.in- . 
valid-, for obviousness, v was ^v*?a^^^ on the - 
ground; that U ,S . S iirgical. hail, merely ' adapt- : 
' ed to endoscopic use its;dwnV prior art multi- 
ple clip applier, the Premium.Surgiclip of the , 
. '226 patent; by" known- .and routine adapta- 
tion. Thus Ethicon presented eyjdence^.and 
argument that U-S.-^ Surgical had simply - 
elongated the body, of its prior art multiple 
clip applier so that it'could be. used through a 
trocar, with a sealing means to prevent es- 
cape of the insufllating gas through the tro- 
car. Ethicon adduced extensive evidence that 
such adaptation was well known to persons of 
.ordinary skill in the field of endoscopic in- 
'struments. U.S. Surgical countered with evi- 
lidence and argunient to the contrary.. 

The" jury held, by special verdicts, that the 
. claims in 'Suit -.'were for obviousness. 

On appellate i*eview4i^^^^^ 
.on cori-ect instructions ^of ' la w|f„there was 
substantial evidence whereby l;{reasonable 
Jury could have reached the verilict. reached 
by this jury. See Litton Sys., Inc:- v. Honeys 
'wMl Inc, 87 F.3d 1559, 1566, 39 USPQ2d 
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1321, 1324 (Fed. Cir. 1996) ("Substantial 
evidence describes that minimum quantum 
of evidence from which a jury might reason- 
ably afford relief.")r Festo_ Corp. v. Sho- 
ketsu Kinzoku Kogyo Kabushiki Co., '72 
F.3d 857, 862, 37 USPQ2d 1 161 , 1 163 (Fed. 
Cir. 1995) ("Substantial evidence is such 
relevant evidence, on the record as a whole, 
as could be accepted by a reasonable mind as 
adequate to support the verdict.") Conflict- 
ing evidence and argument must be viewed 
as resolved favorably to the party in whose 
favor the jury found. The reviewing court 
must give appropriate deference to the jury's 
choices in weighing the evidence, in deciding 
between opposing positions, and in drawing 
factual inferences. Richardson v. Suzuki 
Motor Co., 868 F.2d 1226, 9 USPQ2d 1913 
(Fed. Cir. 1989) (" *the - appellate :court's 
function is exhausted when that evidentiary 
basis [of the jury's verdict] becomes appar- 
ent, it being immaterial that the court- might 
draw a contrary inference or, feel .that-^an- 
other. conclusion is- more reasonable.'") 
(quoting Lavender- v. Kurn, 321 U.S::^645, 
653 (1946)); Medtronic, Inc. v. Intermedics, 
Inc., 799 F:2d 734, 742, 230 USPQ 641, 646 
(Fed. Cir. 1986), cert, denied, 479 U.S. 1033 
(1987). . 

TheErior Art ■ . - -bil;' : -^ 

As we have remarked, Ethicon's position 
was that U.S. Surgical had simply elongated 
its prior art multiple ligating instrunierit so 
that. it could be inserted through a trocar, 
and used known endoscopic sealing."niecha^; 
nisms to inhibit escape of the: insufflating. gas 
through the trocar. Expert. witnesses testified 
that these modifications were well knbWn' to 
persons of ordinary skill in the art of endo^ 
scopic instruments. The .witnesses presented 
several prior art patents, and exhibited many 
actual instruments, all . having the comm.pn 
endoscopic characteristics -'of an elongated 
body and scalable engagement withpt^ 
trocar. . .. . : ' . : ? - • .. 

The district court mentioned, in the ppin- 
ion accompanying the, denial of post-trial 
motions, that U.S. Surgical's; technieal.^ ex- . 
pert testified that there were approximately 
forty different prior art multiple clip appliers 
for conventional open surgery! He testified 
that at least four of them the Premium 
Surgiclip of the '226 patent and the multiple 
clip appliers shown in the Montgomery, pat- 
ent, the Peters patent, and the Lachakar 
patent — embodied all ot the.elenients .of tfie 
'420/'057 claims except for the; eiongatbd 
body and sealing means. He testified that an 
elongated body and sealing means are chair^ 
acteristics of all endoscopic siirgidil ihstru? 




ments. In evidence were a variety of actual 
instruments for endoscopic surgery, all hav- 
ing these characteristics. These endoscopic 
instruments included graspers, scissors, dis- 
sectors, and single clip appliers. All had an 
elongated body and were adapted for sealing 
engagement with the trocar. 

Also in evidence were references describ- 
ing prior endoscopic devices for the applica- 
tion of multiple fasteners other than ligating 
clips. U.S. Patent No. 3,870,048 to Yoon 
showed an applier for multiple elastic rings 
for ligating fallopian tubes; stating that "[i]t 
is possible to load suture ring clips within the 
applicator in end-to-end series fashion. . . . 
This permits a number of clips to be applied 
during a procedure without the need of hav- 
ing to withdraw the applicator from the 
surgical field in order to load another clip 
into the applicator." -U.S. Patent No. 
4,226,239 to Polk also showed an instrument 
for endoscopic applicatidh of niultiple ligat- 
ing rings. The prior art also included at least 
one endoscopic multiple staple applier, Pat- 
ent No. 4,944,443' to' Oddsen: All of the 
endoscopic instruments for applying multi- 
ple fasteners had the commoii characteristics 
of elongation for use through a trocar, and; 
most were sealed against escape of the gas 
through the trocar. ' Several references 
showed the use of silicon grease, as specified 
in claim 2 of the '057 patent, or valves, as 
specified in claim 1' of the '420 patent, to 
maintain the seal. 

The testimony of U.S. Surgical's technical 
expert that the elongated body and the seal 
are common* characteristics of endoscopic 
instruments was described by Ethicon as a 
concession of -great weight. This evidence 
was stressed at trial^ as Ethicon pressed its 
argument that U.S. Surgical, had simply 
adapted its '226 patent multiple clip applier 
for endoscopic use, and that it was obvious to 
do so, pointing to many other instruments 

- that had been adapted in the same way. U.S. 
Surgical points out that this same expert and 
several other expert, witnesses testified about 

: the difficulties of designing the '420/'057 

■ . endoscopic multiple clip applier and the time 
aifid. cost , involved. We- take note of the con- 

-fiicting testimony and the opposing expert 
opinions of witnesses for these parties, and of 
the lengthy explorations by. these witnesses 
of this- technology arid "the ..development and 
characteristics of these' surgical instruments. 

In comparing the '420/'05 7''' instruments 
with the prior art instruments, Ethicon's pat- 
ent expert testified thfat the prior art '226 
patent was the closest prior art and that the 
relevant elements of the structure of the '226 
patent "were adopted into the subject matter 

•of the. '057 and '420 patent applications." 
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Ethicon's technical expert pointed oiit to the 
jury all of the similarities of the structure 
and mechanisms between, the device of the 
'226 patent and the '420/'057 patents. He 
pointed to the jaws to hold the clip, , the 
pusher for advancing a stored clip to the 



. jaws, the grooves in the face of the jaws .to 
receive the clip,, and the mechanism for clos- 
ing the clip about the tissue to be ligated. 
The drawings of the jaws in the '226 patent 
and in the '420/'057 patents show this 
similarity: 





Fig9of 226 Patent 

Witnesses testified that* the , operation- of the 
'226 instrument and the ;'420/'b57' patents' 
was essentially the same." It. was explained 
that in both the '226 and the '420/'057 
instruments the jaw blade,, clip, carrier, and - 
pusher bar are all encloised. in a channel 
assembly from which the jaws protrude at. 
the end. In. the '226 patent the applicator is 
described in the Abstract, as: :/ 
. The surgical clip applicator has' a pusher, 
bar which positions the forefnost clip from' 
a clip carrier into a ready-to-fire position, 
between the jaws prior to:squeezing.of the 
handles together. When the applicator is" 
fired, the previously positioned ; surgical 
clip can be crimped, about a vessel and; 
when the jaws are released', a new, clip is 
placed., between the jaws for . the ' next fiir- . 
ing. A channel assembly -ihoves over the; 
jaws toxlose the jaws \yhile the pusher bar 



Fig 19a of 420 Patent 



is retracted mto the clip carrier for deliver- 
* ' ihg the foremost clip from the carrier upon^ 
release of the handles. ■ - 

Referring to Fig. 4 of the '226 patent, it wias 
explained at trial that the pusher bar (35); 
moves a clip (33) into the channels, in the 
faces bf the jaws (25). When a clip is in the; 
jaws and the handles are closed, the external; 
channel (38) moves forward over the beveled 
portion of the jaws, which, by virtue of their 
beveled shape, are squeezed together by the 
external channel, thus closing the clip. At the 
same time, , the pusher bar moves back; to 
engage the,next clip in line. When the handle 
is released the channel withdraws, ;the jays 
open. and release the clipped tissiie,; and the 
pusher bar moves forward, /positipning^ the; 
ribkt clip into the jaws. The operating compch 
nents are; shown in the patent, as follows:. ,; . ' 
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In the '226 patent .the clip carrier is de- 
scribed as "an: elongated channel having -a 
pair of side walls or rails between which the; 
clips are slidably guided, a. pusher which 



slides between: the rails, and a spring for 
biasing the pusher in the forward direction." 
Col. 4, lines 45-54. The corresponding assem- 
bly, shown in Fig. 18 of the '420 patent, \yas 
the subject of comparative testimony: 




Fig 18 of 420 Patent 



It was. explained that the pusher bar (143): 
moves a ligating clip ,( 138) into the chahhels? 
in the faces of the jaws (135-b). When a clip-, 
is in the jaws and the handles are closed; the; 
external channel (.1 33) moves forward over, 
the beveled portion of the jaws,, .squeezing; 
them together and closing the clip.- 

To counter this evidence of similarity, 
U.S. Surgical witnesses testified that the 
'420/'057 instrument was' not' routine ad- 
aptation of a prior insUunient, and stressed-' 
the long development time and engineenng/ 
difficulties involved in the cbriyersiipn of :the - 
'226 device'to endoscopic use; Ethicon chal-.- 
lenged these arguments and their factual 
basisbn cross-examination, and elicited- testi- 
mony that the- developnieht tinie related'priv' 
marily to unclaiined-featurfes.of the hahUle/:' 

There was testimony about thefs'eal Janji/ 
how it was achieved' In itS:infriiigement\:ase\ 
U.S. Surgical argiiedithat ."yalve means"-,in.:; 
the '420 patent included .any known .'means,;, 
for sealing the clip 'appiier in the jtrocariT] 
including valves and: gaskets. 'U.S. Surgicff ■ 
argued attrial as stated in- its proposed jur>^ ' 
instruction construing this term for ihfringe^^^^ 
merit purposes: \ - 
The structure for performing this [valve : I 
means] function, includes all such. sti;uc^' 
tures contained in trocairs known ih,the;art; 
at the time, the/ '420 Paten t.^Appli^^^^^ ' 
was filed)-. Vr ' • ' : 

U.S. Surgical presented testimony J to tHi^^^ | 
effect at trial, thus, providing sii|^^^ 



sis for the. jury to find that the "vake. means"* 
of the '420 patent was known in the-prior art. .. 
U.S.. Surgical does not now dispute that the 
"valve means" of .its;'420 patent is-found in = 
prior art endoscopic instruments. _ : 

, Jn the course of the extensive explanation 
and comparisons at trial of the prion art 
devices and the '420/ '057 devices, there.was. 
no dispute con cermng the. ■content ; of^ the 
references or the. structures that . they, de-, 
scribed. There was no dispute concerning the 
structures described Jn, the '420/.'057 pat^, 
entSi pr concerning the meaning of: technical: 
terms pr words of art as used;in, the:priqr.art:: 
or in the. patents, in suit.;,The jury- .was in- ; 
structed that the technical terms hadvtheir . 
plain meaning,, as the district court;. men- 
tioned, in its opinion on the pp.strtrial motions. ; 
U.S. Surgital did hot. proffer a particular; 
"construction" of technical terms in or^br . to 
distinguish the claimed inventions from prior 
art devices. Neither party departed from the., 
plain meaning of the \yords that were used in 
the claims and in the , specifications, and ins 
the prior, arti ! Although U.S. SurgicaL-has- 
raised; oh this, appeal the . issue of -"claim . , 
construction,!' as. we shall- discuss post, ihcrc , 
was no argumeiit at trial as to the meaning of - 
technical . terms or words pf , art insofar as ' 
they;; concern the determination of pbyioiis-" 
■ness..; ..-r- .J -'i^A^t- ■ 

There was opinionjeyidence on .both, sides '; 
of. the question of o.bvibusness.: .We - turn to = 
the objective factors; jfqrias the district court ; 
instructed ; the j ury ,r siich - evidence must be .i: 
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considered in the determination of obvious- 



ness: 



Objective Factors • / * 

Objective factors assist in understanding 
how the invention was viewed in its field of 
endeavor, and provide an important practical 
guide to the decisionmaker. It was explained 
to the jury that the context in which the * 
invention arose and its reception in the mar- 
ketplace are indicia of unobviousness, and 
must be considered. 

Witnesses for U.S. Surgical testified that 
the EndoClip, a commercial embodiment, of 
the '420/'057 patents, had revolutionized* 
endoscopic surgery and made endoscopic 
gall bladder removal possible. Its comrner- 
cial success was emphasized; and it ; was - 
stressed that the EndoClip was the first and 
for. some years the only endoscopic multiple 
clip applier on the market. U.S. Surgical' 
pointed out that the most relevant prior art, 
viz. single clip appliers for endoscopic sur- 
gery and multiple clip appliers for open sur- - 
gery, had existed for more than a decade 
before U.S. Surgical produced the EndoGlip 
for endoscopic surgery. U.S. Surgical pre- 
sented evidence of the rapid acceptaiice-and- 
adoption of new endoscopic procediireSj 
based on its new multiple clip applier, ^ - - 

Witnesses for Ethicon testified that the: 
growth of endoscopic surgery was due to the 
miniature video camera, not the multiple clip - 
applier. : They testified that beifore a tiiiy 
camera was available to televise images of 
the abdominal cavity, whereby a team -of 
surgeons could operate with a^conimpn view 
of the surgical field, endoscopic surgery' was 
largely limited to ligation of fallopian tubes; - 
a simple procedure performed- by- a surgeon - 
peering' through an eyepiece,. ^ According 'to ^ 
Ethicon, U.S. SurgicaKs EndoClip' was de- 
veloped for and had its only use* for . tiibal 
ligation, and its later commercial growth was , 
due to the 'sheer luck of being pnHhe market ' 
when endoscopic surgery underwent its'ra^id 
expansion upon the capability of televising * 
from inside the body. - : " - 

-Thus U.S. Surgical . characterizedVv its' 



in suit would have been obvious to a person of 
ordinary, skill in the field of -the invention at 
the time the invention was, made:. Although 
there were indeed questions :of credibility 
and weight of evidence, .the jury was. not 
required to choose between alternative 
meanings of technical terms or words of art, 
or decide the scope of the claims, in deciding 
the question of obviousness. The factual find- 
ings of the scope and content of the prior art, 
the differences between the prior art and the 
claimed invention, the level of ordinary skill 
in the field of the invention;'and the objective 
considerations, did., not . require "construc- 
tion" of these, claims; as set" forth in the- 
Markman decisions of the Federal Circuit 
and the Supreme Court:, -s- 

In. reviewing the jury' verdict of obvious- 
ness, we review whether thejury was correct- 
ly 'instructed on the law, and' whether there 
was;substantial. evidence, whereby a reason- 
able jury could have reached its verdict upon 
application of the correct-law to the- facts. 
Railroad Dynamics, Inc. v.. A. Stucki Co., 
.727 F,2d 1506, 1512, 220 USPQ 929, 935-36 
(Fed. Cir.), cert, denied,. 469 U.S. 871 
(1984),. recognizing that invalidity must.be 
' proved by clear and'^conviiicihg 'evidence; 
Perkin-E Inter ~ Corp: vr^ Computervision 
Corp., 732 F.2d 888, 893, 221 USPQ 669; 
673 (Fed/'Cir; 1984). Thus ;we turn to the 
law; as presented at trial "arid as' instruct ed by ' 
the trial Judge; •■'-^f- 

The Jury Ihstruciions ': . . < a - ' \ 

Jury instructions are reviewed for cprrectr * 
ness,, with due attenUon^ t^ db-,, 
jectivity,, and; adequacy;; ta^^ as a whole. . 
See. Brooktree Corp: v. Advanced Micro. De- 
vices, /wc„ 977 F.2d 1555, iS70, 24.USPQ2d 
1401,, 141 L (Feci,;.Gir.- 1992) ("The correct. . 
ne?s of a .jury instruction is reviewed on , 
appeal to deterniine whether, on the; whole, . 
the jury instructiohs. were' adequate t^ ensure ^ 
that the jury fully understood the legal issues 
for each element -of the 'cas^:"); Trademark 
Research Cdrp. 'v?Maxwell Online/Jnc., 995 . 
F.2d -326,^ 339 ' (2d' Cir. M993) ("A trial 
court's, improper' charge constitutes reyers- 



[420/ '05 7 multiple clip applierras- a-; pipneerfK - ible error only *when jury-Tnstructidns, taken 
ing advance in the field' of endoscopic sufv ' as a whole,give.the:jury.am^ 
gery, while Ethicon described -the '420/'057^ ' sion ' or - i^adequate^ uriderstandihg"' of the' 
instrument as an • obvious; adaptation* of ^'a^- . law? ")■ (qik)tihg'£ah'e/ Cor^^^^^ 
prior art multiple' clip applier,' whose comk^' Management Group, Inc., 930 F!2d-228, 232 - 
....__j....-..:_^.i..._.r_-.-i-.- (2d' Cir. 1991));^*' ^ ■ - "'7 

[1]' The jury'-was ^correctfy instructed on 
the presumiptidn of* validity arid that Ethicon 
bore the biirden'bf proving invalidity by clear 
and convincing evidence. The jury ' was cor- 



mercial success was due to uhrerated ifactbrs.f 
These conflicting arguments- were fully 'pre-* 
sen ted at trial. Witnesses, jncluding sur-' 
geons, supported -both sidesV The jury was 
presented with questions' of " credibility arid ' 
weight as well as factual disputes,, as the jiiry'- 

decided whether the inventions of the'clainis; . er'thi iriVeritions of the '420 ariJ '057 patents 



rectly instructed -that in determiriihg whethr; 
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were invalid based on obviousness, it was 
necessary to consider the scope. and content 
of the prior art, the differences between the 
prior art and the claimed invention, the level 
of ordinary skill in. the art, and the objective 
criteria of unobviousness. The. court correct- 
ly explained the Graham factors. SeerGra^ 
ham V. John Deere Co., 383 U.S.. 1,- 148 
USPQ 459 (1966), For example, in deter- 
mining the level of ordinary skill in the art 
the jury was instructed to consider - • . 

evidence submitted by the parties to' show: 
One, the educational level of active 
workers in the field; 

Two, the types of problems encountered 
in the art;- f- - ; : 

Three, the nature of the prior art;Siplu- 
tioris to those problems; - y^ - • 

Four, the activities. of others; . . 
Five, the rapidity with which innova- 
tions are made in the art; , ' ■: : 

And six, the sophistication of the tech- 
nology involved. , 
The jury instructions included explanation 
of the principles to be applied in determining 
obviousness when the invention.is a combina- 
tion of prior art cofnponents. The court ihr 
structed that the prior art must rshow:; hot 
only all of the elements of the claimed, conibi- 
nation, but . must contain some.:"teachingV 
suggestion or incentive" to a person- oTprdi- 
nary skill to combine the known elements in' 
the way that U.S. Surgical combined- them:- 
In order to prove- obviousness, the; defen- 
dants must prove, again by clears andj con- 
vincing evidence, that one of ordinary skill' 
in the art would have found in the prior art 
references soriie teaching; suggestion 'or 
incentive to combine, the 'pnor'; art ;refe^^ 
ences in the way that U.S. Siirgicaf^^^^ 
its* invention, ■ ;■• 
The jury instructions stressed' itha^t^the^^^^^ 
art, to be invalidating, .must 'sufficiently 
teach or direct a person pf ordinary skill how 
to obtain the result reached by the 'patentee: 
Additionally, if you do .find a. teaching :in 
the prior art that would motivate yne 
ordinary skill in the prior art to make: the 
clip applier claimed in the '057 andv:'^420 
patents, you must also determine "whether 
there was sufficient teaching or ^direction 
in the prior art 'of. :ho\v to'i:pb^inlon;l)uiW 
the claimed dip appiiei* such that a^p^^ 
of . ordinary skill ' in .the art ;w9Uld; .h^ a 
reasonable likelihood pffsuccess in making 
. the invention. In other '^wprdsi in-order 'to 
find obviousness,, yoii njust find:iriotAonly 
that the prior- art would 'teach one of ordi- 
nary skill to try the combination. of 
■elements, but also that the; prior"; aft^p^ 



sufficiently teach or direct one of ordinary 
skill how to obuin the desired result. 
The jury was instructed that Jn determining 
obviousness- it. was to consider the claim as a 
whole, and that it did not. suffice if the 
individual elements of the invention were 
known in the prior art: , - . 

The reason you must consider the claim as 
a whole is because there is.no dispute that 
U.S. Surgical's invention' is comprised of 
individual elements \yhich were known in 
the prior art. The fact that U.S.- Surgical's 
inventions incorporate, or combine ele- 
ments already known in the prior art does 
not render its patents invalid. Patents can 
be granted on devices that contain a com- 
bination of various elements that are well 
: known in the prior art. U.S. Surgical's 
claim is that it invented^the combination 
of those elements for the first time in the 
endoscopic multiple clip applier clainied in 
the patents in suit; ; ■ ■ / ' • 
The instructions on the law :of obviousness 
occupied eight pages of trial transcript. They 
were correct in law, thorough, and clearly 
stated. U.S. Surgical" now argues that other 
instructions that it requested should, also 
have been given, and; that their omission 
requires a new trial . The district court ex- 
plained its denial of -'these requests in its 
opinion on the post- trial motions. ' 

U.S* Surgical had requested that the coiirt 
read to the jury the sentence- of 35 U.S.C. 
§ 103(a) that states: "Patentability shall not 
be negatived by the- manrief " in which the 
invention- was made," Accompanied by the 
instruction that the jury should give no 
weight to Ethicon's evidence of "how long or 
short a time it took to make [the invention]" 
arid "how obvious U-Si' Surgicars invention 
may have ■ seemed to 'U:S. Siirgical's own 
ihventors." The court denied the request. We 
do not discern reversible error in this denial, 
for the rejected instruction was' encompassed ■ 
iw the .instructions that were given; was the-^ 
subject of expert testimony, and was includ-* 
ed in the argument. The court' did not com- 
mit error in; denying an' instruction that gave ■ 
weight to one of the several aspects that were 
before-the: jury^ and- was. reasonably^ viewed 
as cumulative Jn the- context. of ^therinstrucrr 
tions thatr.were given, -r' - ■ • i 

U^S. Surgical -also -requested . an . instruct . 
tion^ that ithe ^ ; 226 patent- was - cumulative.: 
prior art arid thus did not have to be cited to : 
the patent examiner. In its pre-trial consider-;? 
atipn of/ the issue of inequitable , conduct the:, 
court, through a special master; had concludHi 
ed that the .'226 pateritAyas cumulatiye in the l 
circumstances and on the . law that then ap- : 
plied in the examination of patents; What- 
ever the relevance of this point =to:the issue.of 
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inequitable conduct, which had been decided 
in favor of U.S. Surgical, the '226 patent was 
correctly treated as prior art in this litiga- 
tion. The denial* of this instruction is not 
grounds for a new trial. 

U.S. Surgical also requested the inistruc- 
tion that even if the jury found the absence of 
the secondary- consideration of long-felt 
need, that was "in no way suggestive of 
obviousness or invalidity." The instruction 
that was given on the secondary consider- 
ations was: \ . 
In making these three determihations 
[the Graham factors] you must also con- 
■•■ sider other surrounding circumstances 
which are called secondary considerations. 
These include: . ' . 

One, whether the alleged invention was 
commercially successful; * ; 

Two, whether the alleged invention sat- 
isfied a long-felt need in the" art; V,! 

Three, whether others wcre unsucciess- 
ful in making the alleged invention ;/.. ..' , , 
Four, whether the alleged invention was 
copied by others in the art; ' ' ; : . 
. ■ Fivei* whether the alleged invention jc- 
ceived praise from others in the art; lA. 

Six, whether the alleged inventionr.de- 
parted'from other principles of the^rt:" . . 

In order to determine that seconciary 
. considerations such as commercial success 
are evidence of non-obviousness, there 
must be. a. causal connection between, the 
patented features of the invention ahdihe 
commercial success of the device.. If. comr; 
mercial success is attributable to .theipat-. 
ented features, then, it is evidence^fpf 
non-obyiousness.. ' . //vl^^il 

U.S:. .Surgicars requested instruction -coh-,: 
cerning long-felt need related, to the? weight, 
to be given to a fact , whose existence;, and. 
significance,, was disputed . at trial.: The:issue 
of the objective factors . wasi complex -and 
hard-fought at trial, leaving areas of dispute,, 
weight, and perhaps credibility..We;discern. 
no error in the court's refusalHo comnientron 
a specific; aspect; having instructed the jury; 
on all aspects; • > •••k:;^.. - ",:i=rv- 
.U.S,,' Surgical also requested, theiinstruc-^ 
tion that prior art that teaches away froinHheV 
patented invention is evidence of'noriobvious- 
ness; That subject was comprehended iathe 
above-quoted instruction thatthe jury shoulcl 
consider "Six, whether the alleged invention . 
departed from other principles of the art,";an^ 
argument whose substance had been debated 
at trial. The refusal; of this instruction,' flh- 
light of the full* instructions that were giyen,'^ 
is not grounds for a new trial;*" : \ ^ • 

U.S. Surgical also states' that the district * 
court should have' given a curative ihstruc-^ 



tion to counter Ethicpn's suggestion that the 
patents in suit improperly hindered competi- 
tion. The record shows Ethicon's persistent 
and improper innuendos. However, U.S. 
Surgical reasonably countered this aspect 
with evidence and argument concerning the 
purpose of the patent system.: Review, of the 
record leads us to conclude; as apparently 
did the district courtv that this.tactic did not 
prejudice the outcome: See/ City: of New 
York V. Pullman; Inc.] 662 F.^d 910, 917 (2d 
Cir. 1981); ("The district court is not obliged 
to charge every contention, made, by the par- 
ties at trial, as long as the charge; itself, taken 
as a whole, is fundamentally fair.") (cita- 
tions omitted),-'cerr.' i/eniW,'454 U.S. 1164 
(1982). The denial of these instructions (and 
others offered by both sides) was not a mis- 
carriage of justice, arid does' not establish 
reversible error or grountfsJfor a^ new trial, 
- U.S. Surgical also argued>that its request- 
ed instructions construing the-. claims should 
have been given, and that^'the - absence of 
"claim construction" by "the district court 
required a new trial: In accordance with the 
Court's remand for further: consideration in- 
light of Markmany.vfc have-again 'reviewed 
the requested instructions'' to determine 
whether any instructions? that were improp- 
erly refused could reasonably have preju- 
diced . the j liry ■ s verdict: of invalidity . - . 

:ln, evaluating the refused: instructions,, we 
look first at the instructions: on claim: con- 
struction that were; given... The issue was 
interpretation of these: means-plus-function 
claims and their application to find ifthere 
was .infringement: by^ithe^Ethicon devices. 
The district court instructed; the jury how to 
interpret .^ means:pluKunctip^ claim;; ele- 
ments, and..how ;to/applx:ith^^ claim ele- 
ments to the. accused dey ices, as fpllows:; 
Now, in interpreting'' the means 'pliis 
function claim, elements, ..you . niust; deter- 
" inine the following: v.:;,:;..,. . • 

One, what;function;is.ca^^^^^ for by the- 
;daim'eliement,-and . . *;^,...V ^ 
" Two,. what',structure, -prnieans, is de- 
scribed ,in the . patent ^.specifications , for 
perf6rining,.th'e/st*ateS f^^ V ' 

A" means. .plds fuhdtidn ; clairn.! is' only 
infrmged if: . : , . . • 

. One, the function ofj.he.accused deyipe 
' i- is identical tp^the funbti^^^^ " 
claim element 'dfthe^j^fentV and ; 

fTwb,ihe structu^^^^ th^t 
function in the' acciised , device is the 'same 
- as; or the; equivalent 
scribed in the:p^tent s " 
^^' The^'second' bf /these two' steps requires 
" you to 'detefmihe whether the^^^a^^^^^^ de-, 
'■vice; includes'- the- sam^^^^^^ 
scribed in tfi^ patent or its equivalerit: Ybii 
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r Ethicon's suggestion that the 
: improperly hindered competi- 
3rd shows Ethicon's persistent 
r* innuendos; However, U.S. 
onably countered this aspect 

and argument concerning the 
I patent system. Review of the 
us to conclude; as apparently 
:t court, that this tactic did not 

outcome; See City of New 
.an; Inc.: 662 F.2d 910, 917 (2d 
rhe district court is not obliged 
7 contention made by the par- 

Ibng as the charge itself, taken 
s fundamentally fair.") (cita- 
), cerr. denied, 454 U.S. 1 164 
enial of these instructions (and 

by both sides) was not a mis- 
istice, and' does not establish 
)r or grounds for a new trial. 
:ai also argued that its request- 
s construing the claims should 
/en, and- that the absence of 
uction" by the district court 
v- trial: In accordance with the 
id for further consideration- in- 
man, we have again reviewed 
i instructions to determine 
nstructions that were improp- 
could reasonably have preju- 
's verdict: of invalidity. 
ig:the refused instructions, we 
he instructions on claim con- 
: were L given. .The issue was 

of these, means-plus-functibn 
sir application to find if there 
lent by l' the Ethicon devices, 
mrt instructed the jury how to 
aris-plus-function claim ele- 
ow to apply these claim eie- 
ccused devices, as follows^ 
interpreting the means plus 
im. elements, you must deter- 
llowing: _ . . " 
t. functional called for by the 
:nt, and ,t ■ / / 
if.structure, or nieans, is de- 
the . paten t ' specifications r for 
the stated function. V; 
..plus .function claim, is only 

function of the accused device 
.6 the function disclosed'in the 
nt of the^jjatentVand'. ; 
structu'rewiiich'peffpr that 
:he accused device is the same 
juivalent' of, the structure;de- 
ie. patent specifications; 
id of. these" two steps requires" 
mine whether the accused de-. 
;s the same' structure as' "de- 
e patent or its equivalent. You 
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may determine that a structure in the 
Ethicon device is equivalent if you deter- 
mine that a person of ordinary skill in the 
art would consider the structure found in 
the accused device an insubstantial 
change from the structure disclosed in the 
patent specification. 
This aspect did not concern, or determine, 
validity in this case. However, U.S. Surgical 
states that Markman requires the trial judge 
to perform the first portion of this instruc- 
tion, that is, to determine the function and 
the structure or means that performs: the 
function, and to give a detailed technical 
analysis for the infringement portion of the 
instruction; and that failure to do so fatally 
flawed the trial. . - ' 

For example, U.S. Surgical requested 
instructions for the first element of claim 1 of 
the '057 patent, starting with the following 
proposed claim construction: , . ^ *. 

Clause i) of claim^ element lb), reads 
"means for storing a plurality of surgical 
clips." This is. a means-plus-function claim 
element. The stated function, as -I inter- 
pret it, is to store a plurality of surgical 
clips. 

We observe that this part of: the proposed 
claim construction merely repeats the. words 
of the claim. The requested instruction then 
told the jury what structure was described in 
the patent specification^for performing this 
function: . , • . . 

The structure or means disclosed -in^. the 
patent specification for performing this 
function is a clip track which holdsi an 
array of surgical clips and a spring to bias 
the clips toward the distal or far end of the 
instrument. ■ • .-'^Ak^ 

This information from the specification , rcr. 
solved no dispute, for there was none. Next; 
the requested instruction told the jury how to 
find infringement: the same instruction as in 
the general jury instruction that was actually 
given, quoted supra, but. now, drawn specifir 
cally to- this claim- element: . . , . 
In order to. find that, this claim, element of: 
the '057. patent has been met, youj.must 
first find that defendants' accused devices 
perform the function of storing a |pluraiity 
of clips. Then you must find .that , the^ 
defendants', accused devices have. "a clip 
track which holds an array of .surgical 
clips.and a spring tO;biasrthe:dips towardi; 
the distal; or far end of, the instrumenti or 
equivalent structure, :which perfornis this, 
function. . ; . ; . ^ >^ ^i^'^ 

This text, again, repeated the. function in.the;. 
same words as. in the claim, and. repeated the* 
undisputed description in the -specification: , 
The requested, instruction then stated that, if 
the accused, devices perform this; function, 



using the described means or an equivalent 
means, there is infringement. That is the 
same instruction as in the general .instruction 
that was actually given, but made specific to 
this claim element. We doubt that Markman 
requires the trial judge to instruct as. to an 
undisputed , "claim construction" for every 
term, by simply; parroting the wortis.of the 
claim and then repeating the rule concerniiig 
infringement of means-pliis-functipn claims. 
A/ar/:mfl/i explicitly recognized that the apn 
plicatibn of the. claim to the accused device 
was for the jury. Indeed, Ethicon objected to 
this instruction as an improper, attempts to 
direct the jury findings of infringement. 

Similar instructions were proffered for the 
other claim elements. Another rejected in- 
struction started with a similar repetition, of 
the words of the claim as "interpreted" hy 
the judge, and an undisputed restatement of 
what these words mean:'. * . . .j-- . 

. The filial clause of claim element b); ii) 
calls for "clip .closing means, for' sequen- 
tially closing said surgical clips." This is a 
* means-plus-fiinction claim element.' The 
stated function of this particular mearis- 
-plus-funbtioa- claim element is "sequen- 
tially closing said surgical clips.". I inter- 
* pret 'this to mean the closing of surgical 
clips one at a time and one after the qttier. 
In the infringement trial, the, issiie waS; not 
the defiiiition of "sequentially," but *the eqiii- 
valehcy of the means that was described: in 
the specification with the means that" was 
used in^ the accused device, and issueis cbn- 
cerning the clip advancing means; These 
aspects do hot relate- to obviousness, but to 
infringeihent. The additional text of this pro- 
posed instruction was objected to on its' mer- 
its by Ethicon as an incorrect 'application ^of- 
the^law of 35 U.S.e. §112 116: However;4his 
aspect raised-no disputed, issues- with respect 
to the determination of obviousness in view 
of the jjrior art The dispute concerning^ the 
requested: instructions related!' "not to-' the- 
prior artj but to the accused Ethicon devices.. 

Following is another claim- elenient whose 
proffered "interpretation" was to repeat' the 
words of the claim: . - . c 

. Claim element a) calls for a trocar haying 
; a cannula with valve means:for sealing the 
: . cannula; The claim element "valve. means 
. for sealing said cannula" -is a^ means-plus-- 
u function claim^element .rThei stated f unc- 
tion, as;I interpret it, is to seal the cannula.. 
There, were infringement disputes coneernr 
ing theiivalve means, and ; there was- much- 
debate; at., trial: concerning the scope of - this 
claimr element as applied to Ethicon's. ide-- 
vices. U.S. Surgical .requestedi the Jnstrucr 
tion that the "valve means" iiicludes. andvis' 
infringed :by:all prior art.valvcs and gaskets 
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and any other known structures, for -sealing 
the cannula: . ' 

The structure for performing this function 
includes all such structures contained in 
trocars known in the art at the time the 
'420 Patent Application was filed. Such 
trocars contain structures both to seal the 
cannula when, no instrument is in the can- 
nula, such as a flapper-type valve; 'and 
structures which form a seal between the 
instrument and the cannula when an in- 
strument isinserted in the cannula, such 
as a gasket. The flapper valve may engage 
the gasket,* as in the U.S. Surgical Surgi- 
port Trocar, or be separate from the gas- 
ket, as in reusable instruments that were 
known at the time the '420 Patent Appli- 
cation was' filed. Therefore, if you find 
that the Ethicon Endopath Trocar is a 
trocar having the saine or equivalent struc- 
ture to the structures I have just described, 
then the accused devices satisfy claim ele- 
ment a) of Claim 1 of the '4-20 Patent: 
We referred supra to this requested instruc- 
tion, for it makes clear that validity of the 
U.S. Surgicarpatents was not grounded on 
asserted unobviousness of the Valve means, 
and that a reasonable jury could have , so 
found. The district court had left to. the jury 
the issue of brieadth of the .valve mea.ns as it 
aff*ected infringement, for. Ethicon had. vigor- 
ously objected to this instruction as prcjudg-; 
ing the finding of infringement. In his post^ 
-trial opinion, the district judge. expressed the 
view that the jury had accepted U.S. .?urgi- 
caFs construction of the valve means since it 
found infringement of the '420 patent cl^ini: 
We-.do not reach thejssue of infringement... 
However, whether the, valve means ;was cpn-, 
strued.as broadly as U.S. Surgical requested,- 
or quite narrowly as Ethia)n had argued,.the 
variety of valve structures shown in. the prior 
art was in accordance with the jury's^finding . 
of obviousness in light of :the prior art., ray 
[2] The Markman decisions dpj.not hpjd 
that the trial, judge must repeat or. restate 
every claim term in order to comply with the 
ruling that claim construction is for., the 
court. Claim? construction .is^: a:, matter .pf.. 
resolution, of disputed meanings^ and. techni-. 
cal. scope,, to- clarify and_,whenmecessary -to 
explain whati. the .patentee j:c6veredi';by .the., 
claims, for use in. the deterniinatioh . of 'in- 
fringement. It is not an obligatory exercise;in 
redundancy.: . Although rclairriilconstruction. 
may occasionally, bemecessary in obviousness?. 
determinations,*:when. the meaning :pr scope) 
of technical terms and words ofart is -unclear; 
and. in -dispute and requires. Tes61ution;vinv 
order to deterinine obviousness, Jh'-this xasev 
none of these, rejected instructions:;)vasrdi^ . 



rected to, or has been, shown reasonably: to 
afl*ect, the determination of obviousness.. 
.Grounds for a new trial have not. been 
shown. See Santa Maria v. Metro-North 
Commuter 81 F.3d 265; 273 (2d. Cir. 
1996). ("A new trial' must be granted if the 
court determines that.'the.verdict is against 
the .weight of the evidence, that the damages 
are, excessive, orthat, for other. reasons,- the. 
trial was. not fair-to the party movmg.' •.') 
(Quoting Montgomery Ward & Co,.y, Dun- 
can, 3\%: US. 243, 251 :{l9m;~Shatter- 
proof . Glass Corp. v.rLibbey-Owens -Ford 
Co:/758 F.2d 613, 626, 225-USPQ 63:4, 643 
(Fed..Cir;: 1985)^ ("If prejudiciar'error: oc- 
curred,, or af the verdict is. against .the clear 
weight of the evidence, as an alternative .to 
judgment n.o.v; a new trial may begranted, 
in the discretion of. the. trial judge.' •). (citing 
Fairmont Glass Works ^v.. Cub. Fork Xoal 
Co., 2^1 U.S. 474-(t933));>: ^t^^u ■ rt>;ri 
^v^We have not:beenrshown prejudicial error 
in the.jury instructions,:ppthat the verdict of 
obviousness is against the clear: weight. of the 
evidence, or thatisubstantial justice requires, 
that-the trial be voided. - ->iv • - ' -V^ : 



r .Durirlg its deliberations the jury^requested 
a dictionary and, oven thb: objections of both"^ 
part ies,' was^ provided ' one- by' the court r-U^S^^^ 
Surgical states this is reversible error, while 
Ethicon states that any error was .harmless. 
r.:;U.S.^Surgical proposes that the; jury might' 
have: used the" dictionary to look 'up defini- 
tions on whichut-'had' bttn iristructed/by the 
court of that had: been explained; by.; wit- 
nesses, such as "presumption'^ or "obvious- 
ness;" The jury, was. instjructedv asthe parties 
agreed, to consider- the ordinaFy^meamng of: 
the language used in- the claims;:U-.S.' Surgi- 
cal does not mentioni ah y:. terms ithat:. were; 
used outside of theirlordinary.meaning: The- 
district court ^ pointed" outqjn its:i post-trial; 
opinion that the instruction- tavconsider the- 
ordinary: meaning,.:and; the :geheral- assump- 
. tion that:definitioTis in^ a . standard dictionary 
are common knowledge with wHich the jury 
is :Xharged,r.suppoit>the^>pr6yisipn^^ 
dictionary.^ ^i^^ ^--'^^ ^''-'^^ H^^av^v - 
.•:[3] It.-.isi.generally.-agreed.HhatUhe: provi- 
sion ofca dictionary^itoa.juryvialtliough^ 
favored, ■is^notrgrouridsi for?a:!hew.'tFial.i^5ee 
Wernsingv^^v^emralj^MotorsPCor^^^ 
A:2d^8O2,v806 (Md;h984) ('^It: appears to be 
the near universal-consensus that a; new trial 
is*. hot: awarded:simply i^because?.ai;dictionary 
was before tthe^jury^") (Giting^5ases); .U::S; 
Surgicalv offere4.^ na; specifics;jas4b:^^wor^: 
whoserdicyonaT^.)definitiohs)vmay^^^^^^ 
versely^ aff*ected'. the .verdict^ of ^ obyiousness'.> 
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Instead, U.S. Surgical seeks a presumption 
of prejudice and an automatic new trial.. , 

Both sides cite United States v. Weiss^ 752 
F.2d 777 (2d Cir. 1985), as stating the con- 
trolling law in the Second Circuit, and each 
side argues that Weiss supports its position. 
In Weiss a criminal defendant was convicted 
of mail fraud, perjury, and RICO violations, 
and the jury obtained accounting books with- 
out the judge's knowledge or consent. Al- 
though the Second Circuit stated that "ex- 
tra-record information that comes to the 
attention of a juror is presumptively prejudi- 
cial," 752 F.2d at 782-83, the court held that 
the trial judge's determination that the infor- 
mation had not prejudiced the defendant was 
not an abuse of discretion, and sustained the 
conviction. 

U.S. Surgical argues that the practice of 
permitting the jury to have a dictionary 
would undermine the patentee's right to be 
its own lexicographer, and thus constitutes 
reversible error. However, U.S. Surgical 
does not direct us to any actual or reasonably 
possible prejudice, or any suggestion'that the 
jury disregarded the court's instructions on 
the law of obviousness, or the plain meaning 
of the terms .used. in the claims and the prior 
art. Instead, U.S. Surgical argues that it was 
Ethicon's burden to establish that the jury 
did not misuse the dictionary, and that since 
that burden can not be met a new trial is 
required. However, the holding in- Weiss was 
not for an automatic new trial. Weiss did not 
divest the trial- judge of authority to decide 
whether the error, in that: case viewed as 
juror misconduct, was in fact prejudicial., 

The district court did notxommit prejudi- 
cial error by providing the dictionary. A new 
trial on this ground is notwarranted.:., > 

The: Post- Trial Motions , ; • ; 

Upon post-trial motions the- district court, 
in a 34-page opinion, discussed validity and 
infringement. With respect to validity .the 
court discussed the positions of the parties on 
the teachings of the prior art, the differences 
between the prior art. and the patented inven- 
tions, and how vthe inventions as a: whole 
would have been. viewed by a person of ordi- 
nary skill in that. art. : ; :• / ; 

The .district court summarized the . evi- 
dence that the prior art would have suggest- 
ed. the combination, claimed in the ;'420. pat- 
ent. The court referred to Ethicon's; position- 
that U.S. Surgical had adapted its own .mul- 
tiple clip applier. to endoscopic use;; andjthe 
testimony that the only significant difference 
from the prior art multiple clip applier:..was 
the elongation of thershaft and the seali.and 
that these were, common to. all .endos(X)pic 
instruments. '^>y . : r j?- - . 



The district court explained its conclusion 
that there was substantial! evidence in sup- 
port of the jury verdict of obviousness of the 
claims in suit. The court also explained its 
conclusion that the requirements of a new 
trial had not been met: that the, verdict was 
not against the weight of evidence, that there 
was not a miscarriage of justice or prejudi- 
cial error during trial, or a seriously errone- 
ous result. 

The Motion Upon Remand y .^ ,* 

Following the remand from the Supreme 
Court to the Federal Circuit, U.S. Surgical 
moved this court to vacate the district court's 
judgment and order a new trial, on. the 
ground that since the district court had" not - 
construed the claims as required by Mark-r 
ma/z, either before or after the jury rendered 
its- verdicts, there is nothing for therFederal 
Circuit -to review, on appeal: U.S; Surgical 
states that it is -entitled to a new trial of .all 
issues of validity and infringement except for 
the verdicts in its favor (infringement of the 
'420 patent and that there was not inequita- 
ble conduct) for which Ethicon did not peti^ 
tion for cer/iowi. ...^^' .* :> 

Ethicon,. opposing the motion,:. points lOut 
that the district court, in: its opinion on the. 
post-trial motions, discussed the. claim con-: 
struction that the jury necessarily adopted oh 
the two aspects of claim scope that.were. in 
genuine, dispute as applied: to the- Ethicon- 
devices. Ethicon points out: that the. district 
court stated that it agreed, with ,the' jury's 
necessary constructions, with respect to the 
valve means and the clip, advancing ^means,* 
and that the court explained, its ;reasons for. 
sustaining the verdicts based on-'those con- 
structions.. Ethicon points:, out that/ under: 
Markman.this court undertakes to :perform: 
any necessary claim construction de: novo! 
Ethicon also points' out, that nor. disputed 
claim construction was material toitte deter- 
mination of obviousness;: . •- s/;. - 

[4] Concerning U.S. Surgical'S f proposed 
instructions on claim construction,, as ,we 
have discussed, whatever their applicability 
to the issues of infringement, their -omission 
did not prejudice the issue of obviousness. 
Mar^man did not hold: that the triah judge 
must: always parse; the claims for :the jury;: 
whether or not. there is. an, issue inlmateriaL 
dispute as- toi the. meaning or scope-.of :the; 
claims. Neither this court.nor the Supreme: 
Court held that;the trialijudge must:conduct 
such a rote exercise, iOm; pain of. having to 
retry the case. . , • , .;.v; : 

Ethicon. had^ objected .to- the substancefof 
U:S. Surgical's proposed instructions,.as,well> 
as asserting -that they .were , -unnecessary: ,We: 
need not resolve this issue,, for U.S: Surgicall 
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has not shown that there are unclear or 
ambiguous technical terms or. words of art or 
relatwi aspects of claim scope whose "con- 
struction-' as requested by U.S. Surgical 
would negate the verdicts of obviousness. 
The jury was instructed, without objection, 
that the language of the claims was .to have 
its plain meaning. There was ho dispute as to 
the meaning of technical temis or words of 
art as used in either the prior art or the 
claims. The difference between the prior art 
and the claimed invention is a question of 
fact, Graham, 383 U.S. at 17,.148.USPQ at 
467, and was not overruled by the Court's 
Afflrfc/wfl/i decision. . -j - 

U.S. Surgical argues that if the district 
court had construed the claims for the jury; 
the jury could not have reasonably accepted 
Ethicon's argument that U.S.: Surgical had 
simply made known endoscopic adjustments 
in its prior art multiple* clip applier:: This 
went to the ultimate question of pbviousness,- 
which was decided by the jury upon finding 
and weighing and evaluating the factual eyir 
dence of the Graham factors. U.S: Surgical 
does not explain how any Treasonable claim 
construction that it requested .would have 
deprived the verdict : of obviousness of its 
support. Further, Markmdn does not author 
rize the trial judge to remove from the jury 
the factual findings required, by Graham: ; ■ 

On careful consideratioh^of the substance 
of the instructions on claim; construction that 
the district court declined to give, and the 
instructions on the issue of obviousness, all in 
light of the pai*ticular issues in this: case 
concerning the prior, art i the; claimed inven- 
tion^ and the Court's; discussion in. Mark- 
man, we conclude that the 'Omission of the 
requested instructions did not . prejudice the 
determination of obviousness. The criteria 
for grant of a new : trial have not been \met. 
See Santa.Maria, 81 F,3d at 213; Shatter- 
proof Glass, 758 F.2d at 626, 225.USPQ at 
643 (new trial appropriate. when there, was 
prejudicial error; or when;f verdict , against 
weight of the evidence). .': * . * . 

Conclusion ; > . ^ > , r ; 

On review of the proceedings at-trial, we 
conclude, that there was substantial evidence 
from which a reasonable jury could, have 
held that the claimed: subject matter , would- 
have been obvious to a person of: ordinary 
skill in this field at.the time the inventiom^yas 
made. The. judgment of::.- invalidity- is 
affirmed. . - ...^ h:{-yr::^^^ 

The case was vigorously^ litigated; 'with 
extensive testimony, physical-: exhibits;, and' 
argument.; We have been directed to no; unr 
fairness or incompleteness or prejudicean the 
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jury instructions with respect to obviousness. 
A new trial was properly denied. . '^ 

Costs- -y-r.^f! y ... ; / . 

Costs to Ethicon. : . ' ' . \ \ 

. . AFFIRMED; MOTION FOR * 
r - . NEmjRIAL DENIED, * 
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, Nos.;95-i5o - 

: . I* : Decided January 3,.1997;.--- 

1. PatentabUity/yaUdity" "Anticipatipri ' 

Prior sale —. Degree of, development 

,X§115.Q7Q7,Q5):.:,.. .^^ . 'J 

. . Federal.district' court ■ erred in holding pat- 
ent directed- to^ method arid^ "apparatus /for 
adding small' amounts- of ingredients to liver- 
stock or poultry feed invalid! under . on-sale 
bar of 35 use 102 based on^inventor!s:offei:^;^ 
before critical date, to sell weighing, machine 
to feedlot manager, since at time of alleged 
offer, inventor had not reduced invention; of 
patent to •.• practice, ' had not' substantially' 
completed invention, and had n6t/demoh^=^ 
strated high likelihood that invention would, 
work for - its' c intended • purpose,'" and'^^since 
inventor's "offer".therefore could. not trigger 
on-sale barr s'-^^iv^' J ^.y: -.'^Jo^n-; 

2. Patentability /Validity — Obvibusness' 

Relevant prior art — Particiiiar ihven- 

; ; ;tiohs;(§ii$09x>3;0^^^ 

y Patentobiiity/Y^ bbyiousness^l^- 
Combining reference, (§1 15.090^^ ..v. 

Patent directed to method'^and apparatus^ 
for adding .small amounts of -ingredientsUo^ 
livestock or poultry feed would not have been' 
obvious in view of prior? art: -weighing ma^r 
chine.and prior' artivolume^machines in. com- 
bination,;since there is no evidence ofimotiva-- 
tiont oK: 'suggestion;.' to'^ combine .cpfior.^ 
machines, since; motion of .mixihgr elements' 
iri',.volume machine'wduld have been "expect- . 
edV to cause -inaccurate weighing; ' and prior; 
art therefore rled laway- from ■ idiea:^of; combin-j 
ing . features of ' weighing . andf:',volume ma-'^ 
chines, and since ihvehtorJs extensive; efforts' 
to solve problem of isolating weighing?systemf 
tend to show .that- one skilled in; art .wouldi 
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loenix Mut'Life Ins. Co., 300 
266 S.E.2d 610, 620 (1980). 
hat instruction, it is notewor- 
lave found no Federal Trade 
Act cases involving enforce- 
it rights. That may be due to 
. patentee's need to enforce his 
t overrides unfair competition 
d faith patentees have a "right 
lers from making, using, and 
vention and to enforce those 
heir patent is] held invalid [or 
ncrete Unlimited, Inc. v. Ce- 
776 F.2d 1537, 1539, 227 
85 (Fed. Cir. 1985), cert. de- 
819 (1986). "[A]ny patent 
right to . . . enforce its patent, 
udes threatening alleged in- 
iuit. See 35 U.S.C. §281." /^/. 
: right is not unbounded, 
d OnSite Systems, Inc. (On- 
hat Mirafi*s law suit was an 
ractice because it was a "mere 
i States v. Ward, 618 F.Supp. 
).N.C. 1985), states that "the 
i lawsuit may be the basis for 
e practices claim if the lawsuit 
ini to cover what is actually 
than an attempt to interfere 
the business relationships of a 
Mthough nearly all patent in- 
its are an attempt to interfere 
ess relationships of a competi- 
lot mere shams; they are con- 
a good faith expectation of 

"infringement actions initiat- 
icted in bad faith contribute 

furtherance of the policies of 
ent law or the antitrust law." 

V,' Ultraseal Ltd., 781 F.2d 
I USPQ 90, 100 (Fed. Cir. 
1, bad faith litigation, where a 
ites litigation on a patent he 
lid or is not infringed, id. at 
USPQ at 99-100, is conduct 
iblic policy. 

onduct under the North Caro- 
lompetition , Statute has been 
at which offends established, 
md is immoral, unethical, op- 
rupulous, or. substantially in- 
mmers. Johnson, 300 N.C. at 
>d at 621 (citing Spiegel, Inc. 
ade Comm% 540^F.2d 287, 
1976)). Thus, bad faith in- 
gation, because it offends pub- 
is either immoral, unethical, 
jcrupulous, or substantially in- 
isumers, could violate North 
fair Competition Statute. 
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Proof of patentee's bad faith must be 
made by clear and convincing evidence, Loc- 
tite, 781 F.2d at 876, 228 USPQ at 100 
(citing Handgards, Inc. v. Ethicon, Inc., 601 
F 2d 986, 996, 202 USPQ 342, 351 (9th Cir. 
1979), cert, denied, 444 U.S. 1025 (1980)). 
Moreover, where there is a belief in infringe- 
ment as well as validity by the patentee, 
there is a presumption of gooid faith. Loctite, 
781 F.2d at 877, 228 USPQ at 101. Further- 
more, a patentee is normally entitled to rely^ 
on a presumption of validity. 35 U.S.C. §282 
(1988). 

The district court found "a continuing 
course of conduct pursuant to which Mirafi 
not only initiated this litigation in bad faith, 
but engaged' in a series of extra-judicial acts, 
both before and after the actual filing of the 
litigation, with the purpose, intent and effect 
of unfairly damaging Murphy, and GnSite 
and secondarily Swanger, in the market-, 
place," (Conclusion of Law #25, A43).^ Hay- 
iiig thoroughly reviewed the record, this 
court concludes that the district court's find- 
ing of bad faith litigation, which must' be 
supported by clear and convincing evidence 
is clearly erroneous. 

Here, without a determination of whether 
Mirafi knew the '765 patent was invalid or 
knew that appellees did not infringe the '765 
patent, there can be no bad faith litigation. 
Moreover, all of Mirafi's extra-judicial ac- 
tivities, including notifying customers and 
potential customers of the litigation,, are 
within the purview of actions a party with 
rights to enforce a patent may engage in to 
enforce the patent. See Concrete Unlimited', 
176 F,2d at 1539 ("[T]aking business avyay 
from the Defendant by threats and infringe-, 
ment actions" is not necessarily unfair com- 
petition. Good faith patentees have "the 
right to exclude others from making,, using, 
and selling the invention and to eiiforce those 
rights until the . . . patent [is], held invalid 
[or expires].") Evidence of prior intent not to 
litigate the patent, failure to litigate infringe- 
ment claims against other parties, and com- 
munication with a . sales force of intent to 
litigate and actual initiation of suit are all 
permitted activities. * None offend public 
policy. ■' ^. 

; .We likewise find Swanger's assertion that 
.trial evidence clearly, iridicates'.that Mirafi 
Had no expectation of winning and that the 
lawsuit was filed primarily for the purpose of 
destroying a competitor's reputation in the 
: market to be linpersuasive. Having carefully 
reviewed the record, this court finds no evi- 
dence that Mirafi did not expect to win the 

;;, s^it against Swanger. 

;T';3„We' therefore • remand this • issue' to r the 
; district court for a determination of whether 



there is clear and convincing evidence that 
Mirafi initiated litigation knowing the '765 
patent was invalid or knowing that appellees 
did not infringe the '765 patent. 

In view of our decision, the infringement 
issue is moot and that of damages is 
premature. 

AFFIRMED-IN-PART, RE- 
VERSED AND REMANDED-IN-PART. 



COSTS 



No costs. 
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In re Young. . 

No. 90-1368 
Decided March 5, 1991 

PATENTS 

1. Patentability /Validity — Obviousness — 

Relevant prior art — In general 
(§115.0903.01) 

Apparently conflicting prior art references 
must, in making* obviousness determination, 
each be weighed for their power to suggest 
solutions to artisan of ordinary skill, and all 
disclosures in prior art must be considered to 
extent that they are in analogous fields of 
endeavor and thus, would have been consid- 
ered by person of ordinary skill in field of 
invention; in weighing suggestive' power- of 
each reference, degree; to; which one: refer- 
ence might accurately discredit another 
must be considered .^^ 

2. Patentability/Validity — Obviousness — 

Relevant prior art — Particular inven- 
tions (§115.0903.03) : 

Applicant's claims for method of generat- 
ing seismic pulse in water by use of at least 
three air guns disposed at critical distance 
from each other are- obvious in view of prior 
patent which expressly tbaches- exact spacing 
set forth as limitation in each of applicant's 
claims, even . though - additional; reference . 
purporting; to test" different methods' of pulse 
generation suggests avoidance of spacing 
taught in prior patent, since reference did 
not accurately test prior patent according to 
its teachings, particularly those regarding 
spacing, and therefore anisari of ordinary 
skill . would have afforded - reference little 
weight." ".- "'Vv' ■ . v ; 
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Appeal from the U.S. Patent and Trade- 
mark Office, Board of Patent Appeals and 
Interferences. 

Patent application of D. Raymond Young 
and John C. Wride (method and apparatus 
for generating an acoustic pulse in a body of 
water). From decision of Board of Patent 
Appeals and Interferences upholding final 
rejection of all claims, applicants appeal. 
Affirmed. 

Richard F. Phillips. Jr., Houston, Texas, for 
appellants. 

Lee E. Barrett, associate solicitor (Fred E. 
McKelvey, solicitor, with him on brief), 
Arlington, Va., for appellee Patent and 
Trademark' Office, 

Before Newman, Lourie, and Rader. circuit 
judges. 

Rader, J. 

Raymond Young and his co-inventor John 
Wride (collectively Young) appeal from the 
October 31, 1989 and April 18, 1990 deci- 
sions of the Board of Patent Appeals and 
Interferences (Board). These decisions. ;af- 
firmed the final rejection of all claims: in 
their application. The Board held - Young's 
claimed invention obvious under 35 U.S.C. 
§103. This court affirms.. 

BACKGROUND 

Young's application discloses . a method 
and apparatus for generating, an acoustic, 
pulse in water. Acoustic pulse ^ technology 
facilitates offshore seismic exploration. The 
acoustic pulse generates a large gas bubble; 
in the ocean above geological formations on 
the ocean floor, The rapid' expansion^ and 
collapse of the gas bubble create a shock 
wave in the , water. The shock wave propa- 
gates through, the water into the formations 
below the ocean bed. As the shock wave 
passes downward through these formations, 
each interface between adjoining earth stra- 
ta reflects a portion of the shock wave. These 
reflections move upward through, the ocean. 
Hydrophones, at the ocean's surface cari; 
monitor these reflections. From; these morii- 
tored reflections, geologists can generate, a' 
"seismic section" map^which shows, the con- 
figuration of strata in the bcean bed. \ , ! . . 

Today's . most . common . sources of seismic ^ 
shock waves are air guns. These air gunsl 
feature a chamber for storing and releasing 
on- command' highly compressed' air. A 
high-pressure hose charges the gun with 



compressed air for rapid firing during a 
seismic survey. 

Acoustic pulse technology suffers from 
problems with bubble oscillation. Upon re- 
lease of the compressed air, the bubble un- 
dergoes a rapid initial expansion and col- 
lapse. Several more expansions and collapses 
follow the initial collapse, but with diminish- 
ing amplitude. Each of these expansion-col- 
lapse events creates an additional shock 
wave. The geological strata reflect each of 
these additional shock waves. Tie multiple 
reflections, in turn, blur the resolution of the 
seismic section. Most blurring comes from 
the first oscillation after the initial bubble 
collapse. 

Acoustic pulse technology uses a "primar- 
y-to-bubble ratio" to measure susceptibility 
to oscillation. This ratio compares the shock 
wave intensity of the initial expansion-col- 
lapse to the intensity of the first oscillation. 
A high ratio means the secondary shock 
waves are less likely to blur the seismic 
section. 

Young tries to raise the primary-to-bubble 
ratio above prior art air gun sources by 
reducing the amplitude of the first oscilla- 
tion. Young seeks this result by spacing at 
least three air guns in a characteristic array. 
The array separates the guns from each 
other by a critical diistance. The distance, D, 
is at least 1.2 times greater than R, but less 
than or equal to twice R, R is the maximum 
radius of the initial air bubble from each 
gun.* With this spacing, the bubbles from 
each gun intersect before any single bubble 
reaches its maximum radius. This intersec- 
tion dampens the overall oscillation. Young's 
independent claims each include a spacing 
limitation within this range. 
. Independent claim 1 is illustrative:' 
A method of producing a seismic pulse in a 
body of water, including the steps of: 

(a) disposing in the water a set of at 
least three air giins, each adapted to pro- 
duce in the water a gas bubble having 
maximum radius substantially equal to 
the quantity R, where the guns are dis- 
posed at depths such that each produces, 
when fired, a bubble of maximum radius 
R, and the guris are disposed such that 
each gun is separated from each of the ^ 

, nearest guns thereto in the set.by a critical 
distance, D, where b is substantially equal 
toV2R;and - 

(b) firing the air guns substantially si- 
. multaneously to produce a seismic pulse in 

the water. 



* Mathematically, D' is defined by 1 .2 R < D 
<2.0R. " . 
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aticaliy, D is defined by 1.2 R < D 



Young's dependent claims define the num- 
ber of the guns or their placement relative to 
each other or to the ocean surface. 

The examiner rejected each of the claims 
as obvious under 35 U.S.C. §103 in light of 
five prior art references. The examiner relied 
primarily on U.S. Patent No. 2,619,186 to 
Carlisle (the "Carlisle patent" or "Carlisle") 
to reject Young*s claims. Carlisle is the only 
reference cited by the examiner or Board 
which' suggests the air gun spacing in 
Young's claims. . . 

Young contested the Board's and the ex- 
aminer's consideration of Carlisle. Young 
argued that Carlisle concerns reducing bub- 
ble oscillation for chemical explosives,, riot, 
air guns; Young also argued that ah article 
by Knudsen published six years after Gar- 
lisle in the journal Geophysics cxpTessly diS' 
credits the teachings of Carlisle. W; Kjiud- 
sen, Elimination of Secondary Prehure 
Pulses in Offshore Exploration (A Model 
Study), 23 Geophysics No. 3 at 440 (July 
1958) (Knudsen). Therefore, Young con- 
tended, a person of ordinary skill in the 
seismic exploration art would not have con- 
sidered Carlisle when developing: an ' .im- 
proved seismic array. ^ ■ \. 

The Board rejected Young's argumeritif. 
The Board held that the examiner appropri- 
ately . applied Carlisle . notwithstanding; the " 
teachings of Knudsen. On . appeal; Young 
asserts as error only the propriety of applying. 
Carlisle as a j reference in light oif Knudseri's 
allegedly . contrary teachings. 

DiscussioN^:^-:;;^;:'-^' \ 

: This court must decide whether the Board 
properly affirmed, the examiner's - rejection 
over Carlisle. Young, has not challenged ^ the 
other references cited in the examiner's re- 
jection. Further, Young has not argued ithe 
merits of any particular claim apart from the 
others. Therefore, all claims stand or . fall 
together with representative - independerit 
claim L See In re Kaslow, 707 F.2d; 1366; 
1376, 217 USPQ 1089, 1096^ (Fed: Cir^^ 
1983). - . . -\ 

. -the Carlisle patent — "Seismic Explora- 
tion Method" — issued on November '25; 
1952. Carlisle concerns minimizing bubble 
oscillation for chemical explosives used in 
marine seismic exploration. Carlisle controls 
bubble oscillation by spacing seismic sources 
to achieve a reduction of the secondary: pres- 
sure pulse. Carlisle specifically teaches spac: 
ing the seismic sources close enough to' allow 
the bubbles to intersect before reaching their 
maximum radius. Carlisle spaces the bubble 
centers closer than two niaximum ^iibbic. 
radii, or less than "2.0 R" in Yourig'si nbtfe 



tion. Carlisle, col. 3, lines 57-60. Carlisle 
explains: - 

[T]he secondary energy normally avail- 
able from these sources is dissipated by 
their mutual intersection- and tends to 
eliminate the secondary seismic impulses 
created when the waUs of the bubbles 
collapse. 

Id. at lines 60-64. Thus, Carlisle expressly 
teaches the spacing liniitation in each of 
Young's claimsi 

-Notwithstanding Carlisle's teachings. 
Young argues that the Knudsen article dis- 
credits Carlisle. Knudsen describes a series 
of tests which evaluated four proposed tech- 
niques -for suppressing bubble oscillation: 
Carlisle was one of the four. Knudsen's arti- 
cle opiiied that Carlisle yields no appreciable 
iniprovement in bubble oscillation suppres- 
sion .-The effective teaching of the Knudsen/- 
Carlisle 'combination. Young' argues;*^ sug- 
gests avoidance of the spacing suggested in 
Carlisle. Therefore,. Y9ung would have this 
court conclude that his use of Carlisle's spac- 
ing would riot ' have been obvious. * • I'^V'.'-' 
Young- - misunderstands the ' effect;/- that 
Kiiudsen has on Carlisle: The: test f 
ousriess is what' the conibined' teachings of 
the references would -^ve suggesteki' to one 
of ordinary skill in the art.'//i:re Keller- 642 
F.2d^413, :425; 208 USPQ 871; 88F'(CCPA 
19810. Even if tending to discredit: Carlisle; 
Kjniudsen cannot, remwe Carlisle^ from . the 
priorart. Patents are part of thel literature of 
the art and arc relevant for all they contain. 
In re Lemelson, 397 F.2d 1006, 1009,:'158 
USPQ 275, 277 (CCPA 1968). For example, 
in //I re Etter, 756 F.2d :852i'859, 225:USPQ 
i; 6 ;(Fed. Q\t )\ cert; denied;, 474; IKS^828 
(1 985)^ a reference which disclosed obsolete 
technology remained in the' prior art?: -This 
court considered the reference for what it 
disclosed'in relation to the claimed invention. 
'-*[lJ^*Whenv;prior art' contains .apparently 
cohflictihg references, the Board must weigh 
each-reference for its power to suggest solu- 
tions to" an -artisan of ordinary sldili /The 
Board '.must -^consider all' disclosures foft the 
pribrarC /n i^^Z^mZ>erfi^-545';F:2d54?7;:750; 
192^ USPQ^278;, 280; (CCPA 1976)(% the 
extent that the' references; are,\as- fibre,' in 
analojgpus fields of endeavor arid thus;^ would 
have;5een considered by, si; perisbn of ordinary 
skiirin the field of the iriyention! The' Board, 
in weighing the suggestive ^ power of ';^5ach 
reference, must consider the Hegfee to which 
one "reference- inight'. accurately;- discredit 
another.'*: .-. ■ - • • ' • v- ' ' : V, ; "■^ 
; [2] "As -prior * art, /the=t^Board /correctly 
weighed Cariisle to{detefmirie the * patbiiti 
ability of .Ydurig'sVclaii^^^ (DarlisleVexpf essly 
teaches both ;the^ method* ahd*^ the advaiif ages 
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of Young's claimed spacing. In fact, Carlisle 
expressly teaches the exact spacing set out as 
a limitation in Young's claims.. Thus, the 
Board correctly attributed significant weight 
to Carlisle m its obviousness determination. 

In determining what weight to accord to 
Carlisle as prior art, the Board. also appropri- 
ately considered Knudsen's discrediting ef- 
fect. The Board determined that Knudsen 
did not convincingly discredit Carlisle. 
Therefore, the Board appropriately conclud- 
ed that Knudsen would not have led one 
skilled in the art to reject Carlisle. 

Knudsen did not test Carlisle according to 
Its teachings. For instance, Knudsen did not 
use an explosive charge in.m'odeling Carlisle. 
Rather, Knudsen tried to simulate Carlisle 
with- a capacitive electrical discharge in a 
barrel of oil. 

Knudsen did not replicate -Carlisle's teach- 
ings on spacing. Knudsen .tried to model 
Carlisle by separating the seismic sources by 
one, two and three, bubble radii. Knudsen. at 
42. At the maximum spacing of three bubble 
radii, the bubbles will not intersect at all. 
Carlisle specifically requires spacing to per- 
mit bubble intersection. Carlisle, C0I..4, lines 
47-52. At.a spacing of onebubble radius,.the 
t^yo bubbles coalesced into one before the 
initial collapse. Knudsen at 45. If just one 
bubble IS present, the bubble will oscillate as 
if no second seismic source was present. 
Carlisle specifically requires spacing to pre- 
vent the formation of one bubble. Carlisle 
col. 4, lines 34^37.. Finally; at the two bubble 
radii spacing in Knudsen, the bubbles will 
just barely intersect. Carlisle requires that 
the bubbles intersect before each bubble 
achieves, its maximum radius. Carlisle, col. 
3, lines 58-60. In sum,.. Knudsen did. not 
duplicate or appropriately model Carlisle's 
spacing. ; ; 

_^ Knudsen's conclusion that Carlisle would 
"not. be effective in eliminating the second- 
ary pressure pulse" also directly contradicts 
data contained in Knudsen. The Knudsen 
data point for the two-radii horizontal bub- 
ble spacing, although not a. completely accu- 
rate model of Carlisle, shows a 30%. reduc- 
tion of the secondary- 'pressure pulsei 
Knudsen at 45, Table 4: This data point 
represents the only . pointr where Knudsen 
approximates the spacing, shown in Carlisle. 
At that point, Knudsen confirmed Carlisle's 
teachings, ... " ; 

The Board found that Knudsen "did not 
test the Carlisle technique under conditions 
which are directly comparable to the Carlisle 
disclosure," Weighing the discrepancies be- 
tween, the Knudsen. model and' Carlisle's 
teachings, as well as Knudsen's tendency' to 
confirni Carlisle - where the. 'imbdel approxi- 



mated Carlisle, the Board concluded: "we do 
not agree that Knudsen discredits Carlisle " 
Because Knudsen did not accurately test 
Carlisle, an artisan of ordinary skill would 
not have dismissed Carlisle in light of Knud- 
sen as a whole. It is far more likely that the 
skilled artisan would have afforded little 
weight to Knudsen itself. The Board did not 
err in relying on Carlisle and discounting 
Knudsen. 

CONCLUSION 

Knudsen is not so credible or persuasive of 
a contrary teaching that it would have de- 
terred the. skilled artisan from using the 
teachings of Carlisle. The examiner's use of 
Carlisle in his rejection of Young's claims is 
not clearly erroneous. The Board's decision 
affirming the examiner's . rejection . is 
therefore 

AFFIRMED. 



Maine Supreme Judicial Court . 

Nobel;V. Bangor Hydro-Electric Co. 
No. Cum-90-27l 
Decided December 17, 1990 . 

COPYRIGHTS 

1. Elements of copyright — Federal pre- 

. Plaintiff^s claim- for unjust enrichment 
and conversion under Maine law, arising 
from defendants' alleged, unauthorized use 
of phrase "energy light," is pre-empted by 
Copyright Act, 17 USC.301(a), since unjUst 
enrichment, claim imposes liability by oper- 
ation of state law, rather than by additional 
element of promise to pay, and thus gives 
nght equivalent to rights under Copyright 
Act, and since conversion claim which does 
not allege any deprivation of tangible proper- 
ty- IS equivalent to unauthorized publication 
claim and is therefore pre-empted. 
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.V. Appeal from the Maine Superior Court, 
Cutnberland. County, Alexander, J. 
• .Action by Michael Nobel against Bangor 
Hydro-Electric Co., Maine Media Inc., and 
Brenda Garrand, for breach of contract, un- 
just:;enrichment, and conversion. From dis- 
missal of all claims, plaintiff appeals. Vacat- 
ed in part, affirmed in, part, and remanded.. 
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